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UNITED STATES DISTRICT COURT 

District of Columbia. 


(Filed Jan. 16,1940.) 

Lewis W. Gilbert, 6 W 2 Main 
Street, Limestone, N. Y., 

Plaintiff, 
vs. 

Joseph Frederick Lachapelle, 
Ralph G. Miller, Frederick 
Saxe, General Motors Corpo¬ 
ration, and the Commissioner 
of Patents, 

Defendants. 


Complaint in Equity Under Section 4915 R. S, 

Code Title 35, Section 63. 

The plaintiff respectfully shows this Court as follows: 

1. The plaintiff, Lewis W. Gilbert, is a citizen of the 
United States and a resident of the Village of Limestone, 
town of Carrollton, Cattaraugus County, State of New 
York, and is a citizen and inhabitant of the State of 
New York. 

2. That the defendant, Joseph Frederick Lachapelle is 
a citizen of the United States, a resident of 242 East Chest¬ 
nut Street, City of West Chester, County of Chester, State 
of Pennsylvania, and that the defendant, Ralph G. Miller 
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is also a citizen of the United States and is a resident 
of West Chester, Pennsylvania with an address of East 
Market Street and both are within the Eastern District 
of Pennsylvania, and are citizens and inhabitants of the 
Eastern District of Pennsylvania; and the defendant 
Frederick Saxe, 503 West Clay Street, City of Muskegon, 
County of Muskegon, State of Michigan, is a citizen and 
inhabitant of the Western District of Michigan; and the 
defendant General Motors Corporation is a corporation 
organized under the laws of the State of Delaware, and 
having its principal office at 100 West Tenth Street, in 
the City of Wilmington, County of New Castle, and the 
name and address of its resident agent is Corporation 
Trust Co., 100 West Tenth Street, Wilmington, Delaware, 
as plaintiff is informed and believes, and the defendant, 
the Commissioner of Patents has his office in the United 
States Patent Office, Washington, D. C. 

3. Plaintiff alleges that prior to January 19, 1924 he 
invented an automatic starting switch for automobiles, 
which was normally closed by gravity and opened by the 
vacuum of the intake manifold of the automobile to which 
it was connected, on which on July 5, 1927 he secured a 
U. S. patent, 1,635,078, and that thereafter and prior to 
the year 1929 he invented an improvement thereon; namely, 
a vacuum starter switch comprising a switch opened by 
the vacuum of the intake manifold of the automobile to 
which it was connected and automatically closed by a 
spring when the vacuum dropped, which switch was so 
connected to the accelerator rod and pedal of the automo¬ 
bile that the switch could not close to start the motor as 
long as the accelerator rod or pedal was depressed and 
as long as the throttle valve of the carburetor was held 
open by the accelerator rod, said switch being in series 
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electrically with the battery and starting motor and con¬ 
trolling them, and making unnecessary the so-called start¬ 
ing pedal of the automobile previously used, and plaintiff 
alleges that he was the original, first and sole inventor of 
said improved switch controlled by both vacuum and the 
accelerator pedal. 

4. That on October 13, 1931 the said Lewis W. Gilbert 
being as aforesaid, original, first, and sole inventor of 
said improvements in Automatic Starting Switch, duly 
filed in the United States Patent Office an application for 
letters patent on said invention, said application comply¬ 
ing in all respects with the requirements of the law in 
such cases made and provided, and complying in all re¬ 
spects with the rules of practice in the United States Patent 
Office, which application received Serial No. 568,572. 

5. That on December 8, 1931, subsequent to the filing 
of the application of the Lewis W. Gilbert, aforesaid, for 
letters patent, and while said application was pending in 
the Patent Office, said Frederick Saxe, a citizen of the 
United States, residing at Muskegon, Michigan, filed an 
application for letters patent of the United States for the 
same invention as that described and claimed in the herein¬ 
before mentioned application of Lewis W. Gilbert, and that 
the application of said Saxe received Serial No. 579,787. 

6. That on July 29, 1932, subsequent to the filing of the 
application of Lewis W. Gilbert, aforesaid, for letters pat¬ 
ent, and while said application was pending in the Patent 
Office, the said Joseph Frederick Lachapelle, a citizen of 
the United States, residing in West Chester, County of 
Chester, State of Pennsylvania, filed an application for 
letters patent of the United States for the same invention 




as that described and claimed in the hereinbefore men¬ 
tioned application of Lewis W. Gilbert, and that the ap¬ 
plication of said Lachapelle received Serial No. 626,248 
and that an undivided % interest in said application was 
assigned to and is now held by Ralph G. Miller, East 
Market St., West Chester, Pennsylvania as is shown by 
the assignment records of the United States Patent Office. 

7. Plaintiff further alleges that on or about May 22, 
1934 the Commissioner of Patents declared an interfer¬ 
ence, No. 68,678, between the applications of McKinney 
and Eagle, filed January 18, 1933, Serial No. 652,378; and 
the application of John B. Dyer, filed January 22, 1934, 
Serial No. 707,704; said application being a division of an 
application filed by the said Dyer November 19, 1932, 
Serial No. 643,375; and the application of Lachapelle, Ser¬ 
ial No. 626,24S, filed July 29, 1932, aforementioned, in 
which interference the application of plaintiff was not 
included and should have been included, the issue of 
said interference being the following claim: 

“A starter switch for internal combustion engines 
comprising a circuit opening and closing means, pres¬ 
sure responsive means connected with the first named 
means for operating the latter means, an accelerator 
pedal, and control means for said pressure responsive 
means operatively connected with said accelerator 
pedal for controlling said pressure responsive means 
to hold the circuit opening and closing means in cir¬ 
cuit opening condition.” 

8. That on or about March 18, 1935 the Commissioner 
of Patents redeclared said interference No. 68,678 on the 
same claim and added the parties Blake, filed August 17, 
1934, Ser. No. 740,358; Collins, July 28, 1933, Ser. No. 
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682,720; Saxe, December 8, 1931, 579,787; and plaintiff’s 
application, filed October 13, 1931, Ser. No. 568,572, and 
that in said interference plaintiff was the senior party 
because his application was filed on the earliest date. 

9. Plaintiff further alleges that early in 1938 he learned 
that he was the senior party to the interference, that is, the 
first to file his application of those included in said inter¬ 
ference, and that thereupon he petitioned the Patent Office 
on or about March 17, 1938 to accept a preliminary state¬ 
ment in plaintiff’s behalf and asked for the privilege of 
taking proofs in accordance therewith, and the parties La- 
chapelle, Saxe and Dyer objected to plaintiff’s request for 
permission to file a preliminary statement, and objected to 
plaintiff’s request to be allowed to take proofs thereunder, 
and said parties prevailed against plaintiff, first, by a 
decision of the Examiner of Interferences of April 26,1938 
and again by a decision of the Assistant Commissioner of 
Patents on or about June 9, 1938, and thereafter on or 
about May 19, 1939, he again petitioned the Patent Office 
and permission to file the statement and take testimony 
thereunder was denied on June 11, 1939 by the Assistant 
Commissioner of Patents, and again on July 29, 1939. 

10. Plaintiff further alleges that on September 14,1938, 
the final hearing was had before the Examiner of Inter¬ 
ferences on the merits of the case, and on November 30, 
1938 the Examiner of Interferences awarded priority of 
invention to Lachapelle on evidence submitted by Lacha- 
pelle, a junior party, over Gilbert’s filing date and ruled 
that Saxe on his evidence had not proven priority over 
Gilbert’s filing date; and thereupon the parties Gilbert and 
Saxe appealed to the Board of Appeals of the Patent 
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Office, and a hearing was had before the Board of Appeals 
on or about June 23, 1939, and on July 27, 1939 the Board 
of Appeals affirmed the decision of the Examiner of Inter¬ 
ferences awarding priority to Lachapelle as to said claim 
and denying it to plaintiff. 

11. That on or before November 30, 1938 final deter¬ 
minations were made and judgments entered in and by 
the Commissioner of Patents deciding that neither Collins, 
Blake, or McKinney & Eagle and Dyer were the original 
inventors of the invention described in the claim of the 
plaintiff and the interference. That more than six months 
has elapsed since such determinations and no appeals have 
been taken by them or any of them to the Board of Appeals 
or to the Court of Customs and Patent Appeals, nor have 
they or any or either of them begun a suit in equity under 
the statute relating thereto, and that the time for appeal, 
or to begin such action has long since expired. 

12. Plaintiff further alleges that the Commissioner of 
Patents and the Board of Appeals have refused and still 
refuse to grant letters patent on the said application of 
plaintiff for the invention embraced in said claim al¬ 
though plaintiff is the senior party in the interference, 
and is the first inventor, and is lawfully entitled thereto, 
and has filed his application for patent in full compliance 
with the patent law, and that plaintiff is dissatisfied with 
the decision of the Board of Appeals. 

13. And that no appeal to the United States Court of 
Customs and Patent Appeals from said decision of the 
Patent Office Board of Appeals is pending or has been 
decided. 
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14. That the defendant, General Motors Corporation, 
has or claims an interest in said device and invention, the 
nature and details of which have not been disclosed to the 
plaintiff; but that said interest and claim are subsequent 
and subordinate to the rights of the plaintiff herein. 

WHEREFORE, plaintiff brings this Bill of Complaint 
under and in accordance with the provisions of the statutes 
(U. S. Comp. Statute 9460; U. S. C. Title 35, Section 63) 
in such case made and provided, and prays: 

1. That plaintiff be permitted to take proofs in this 
Court to prove his priority of invention. 

2. That this honorable court adjudge and decree said 
Lewis W. Gilbert to be the first, original and sole inventor 
of the invention defined by the aforesaid claim set forth in 
and forming a part of the issue of the aforesaid interfer¬ 
ence, and that said Lewis W. Gilbert being the owner of 
the entire right, title and interest in and to said inven¬ 
tion and in and to the said application aforesaid is entitled 
to receive letters patent of the United States for said in¬ 
vention. 

3. That this honorable court decree that the Commis¬ 
sioner of Patents be directed to issue to the said Lewis 
W. Gilbert letters patent of the United States including 
the aforesaid claim of the interference, as specified in the 
hereinbefore mentioned claim of the interference. 

4. That the Commissioner of Patents withhold the issue 
of the Lachapelle patent of the interference until final 
determination of this suit. 
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5. That plaintiff have such other and further relief 
in equity as the circumstances of the case may require, and 
as to your Honor may seem meet. 

(signed) LEWIS W. GILBERT, 
Lewis W. Gilbert, 

By his attorney, 

FRANK KEIPER, 
Frank Keeper, 

Attorney. 

(Verified January 11, 1940.) 
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Answer. 

Filed 

Feb. 27, 1940 

Copy 

DISTRICT COURT OF THE UNITED STATES 
District of Columbia. 


Lewis W. Gilbert, 


Plaintiff, 


Joseph Frederick Lachapelle, 
Ralph G. Miller, Frederick 
Saxe, General Motors Cor¬ 
poration and the Commissioner 
of Patents, 

Defendants. 


Civil Action 
No. 5449. 


Joint and several answer of defendants, Joseph Fred¬ 
erick Lachapelle, Ralph G. Miller, Frederick Saxe and 
General Motors Corporation, to the complaint of plaintiff, 
Lewis "VV. Gilbert: 


1. Defendants are without knowledge or information 
sufficient to form a belief as to the truth of the allegations 
contained in paragraph numbered “1” of the complaint. 

2. Defendants admit the allegations contained in para¬ 
graph numbered “2” of the complaint. 
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3. Defendants admit that United States Patent No. 
1,035,978 issued on July 5,1927 to one Lewis \V. Gilbert, but 
they deny each and every other allegation contained in 
paragraph numbered “3” of the complaint. 


4. Defendants admit that one Lewis W. Gilbert filed an 
application for patent in the United States Patent Office on 
October 13,1931 for purported improvements in Automatic 
Starting Switch and that said application was assigned 
Serial No. 5GS,572, but they deny each and every other alle¬ 
gation contained in paragraph numbered “4” of the com¬ 
plaint. 

5. Defendants admit that defendant, Frederick Saxe, 
is a citi/.en of the United States, that he resided at Muske¬ 
gon, Michigan, on December S, 1931, that on December 8, 
1931 he filed an application for letters patent of the United 
States and that said application received Serial No. 579,787, 
but tliev denv each and every other allegation contained in 
paragraph numbered ‘*5" of the complaint. 


0. Defendants admit that defendant, Joseph Frederick 
Lacliapelle, is a citizen of the United States and resides at 
West Chester, County of Chester, State of Pennsylvania, 
that on July 29, 1932 said Lacliapelle filed an application 
for letters patent of the United States, that said applica¬ 
tion received Serial No. 020,248 and that an undivided two- 
thirds interest in said application, Serial No. 020,248, was 
assigned by an instruction in writing, which was recorded in 
the United States Patent Office, to defendant, Ralph G. 
Miller, whose address was East Market Street, West Ches¬ 
ter, Pennsylvania, but they deny each and every other alle¬ 
gation contained in paragraph numbered “0” of the com¬ 
plaint. 
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7. Defendants admit the allegations contained in para¬ 
graph numbered “7” of the complaint, except that they 
deny that any application of said Lewis W. Gilbert should 
have been included in the declaration of said Interference 
No. 68,678 and aver that the claim in issue in said Interfer¬ 
ence was suggested by the United States Patent Office to 
one Lewis W. Gilbert, applicant of application, Serial No. 
568,572, by letter dated December 14, 1934 and addressed to 
the attorney of record of said applicant, that said letter was 
received by the attorney for the said applicant Gilbert, 
that, subsequent to the receipt of said letter by the attor¬ 
ney for the applicant Gilbert, the said applicant Gilbert, by 
liis attorney, presented an Amendment, dated December 
17, 1934, inserting the claim so suggested by the United 
States Patent Office in said application, Serial No. 568,572, 
as claim numbered 15 thereof. 

& Answering paragraph numbered “8” of the com¬ 
plaint, defendants admit that on or about March 18, 1935 
the Commissioner of Patents redeclared said Interference 
No. 68,678 on the single claim theretofore included in said 
Interference and added the parties, Blake, applicant of 
application Serial No. 740,358, tiled August 17, 1934, Col¬ 
lins, applicant of application Serial No. 682,724 filed July 
2S, 1933, Saxe, applicant of application Serial No. 579,787, 
filed December 8,1931, and an application filed by one Lewis 
W. Gilbert on October 13,1931, Serial No. 568,572, and that 
said Gilbert, the applicant of said application Serial No. 
568,572, was the senior party in said interference but de¬ 
fendants are without knowledge or information sufficient 
to form a belief as to the allegation that plaintiff was the 
applicant of said application Serial Xo. 568,572. 

9. Answering paragraph numbered “9” of the com¬ 
plaint, defendants are without knowledge or information 



sufficient to form a belief as to the truth of the allegation 
therein that early in 1938 plaintiff learned that he was the 
senior party to said Interference and that thereupon he 
petitioned the United States Patent Office and defendants, 
further answering said paragraph of the complaint, aver, 
on information and belief, that on or about March 16, 1938 
the party Gilbert in said Interference, applicant of applica¬ 
tion Serial No. 568,572, filed a motion with the Examiner of 
Interferences, urging the United States Patent Office to 
reopen said Interference No. 68,678, to permit the said Gil¬ 
bert to file a preliminary statement and to take testimony 
in said Interference and that after due consideration said 
motion was denied by the Examiner of Interferences on or 
about April 13, 1938, that thereafter on or about April 20, 
1938, the said Gilbert filed a petition for reconsideration, 
that said petition for reconsideration was denied on or 
about April 26,193SJand defendants further aver that, after 
the denial of said motion and petition for reconsideration 
by the Examiner of Interferences, the said Gilbert filed the 
three following identified petitions to the Commissioner of 
Patents, asking him to direct reopening of said Interfer¬ 
ence No. 68,678, to permit the filing of a preliminary state¬ 
ment by said party Gilbert and taking of testimony by the 
said Gilbert, and that each such petition was denied: 

The said first petition was filed on or about April 21,1938 
and was denied on June 9,1938. 

The said second petition was filed on or about May 22, 
1939 and was denied on July 11, 1939, and 

The said third petition was filed on or about July 19, 
1939 and was denied on July 29,1939. 
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10. Answering paragraph numbered “10” of the com¬ 
plaint, defendants admit that on September 14, 1938 th| 
Examiner of Interferences heard arguments on final heat 
ing, on the merits, of said Interference No. 68,678 ref err eld 
to in paragraphs numbered “7” and “8” of the complaini, 
and that on November 30, 1938 the Examiner of Interfer¬ 
ences determined the issues in said Interference, awarded 
priority of invention to Lachapelle on evidence submitteji 
on his behalf and ruled that Saxe had not proven priority 
over the filing date, October 13, 1931, of the application 
filed by one Lewis W. Gilbert, which was involved in sai 
Interference No. 68,678, and that thereafter the said Gi 
bert and Saxe, parties to said Interference, appealed to th 
Board of Appeals of the Patent Office, that on or aboiJt 
June 23, 1939 hearing was had on said appeals by the sai|l 
Board of Appeals, that on July 27, 1939 the said Board of 
Appeals determined the said appeals and affirmed the de¬ 
cision of the Examiner of Interferences, which awarded 
priority to Lachapelle on the issue of said Interference, and 
defendants, further answering the allegations of said para¬ 
graph of the complaint, aver that the Examiner of Inter¬ 
ferences ruled and held that the party Dyer, referred to in 
paragraph numbered “7” of the complaint, conceived the 
invention defined by the issue of said Interference No. 
68,678 at least as early as October 10,1931 and reduced sai<i 
invention to practice, and that he, Dyer, was diligent ii^ 
reducing it to practice. 


11. Defendants deny the allegations contained in para| 
graph numbered “11” of the complaint. 

12. Defendants admit that the Commissioner of Patents 
has refused to grant a patent to the party Gilbert to saicj 
Interference No. 68,678 on the issue involved therein, bul 
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they deny each and every other allegation contained in 
paragraph numbered “12” of the complaint. 

13. Defendants are without knowledge or information 
sufficient to form a belief as to the truth of the allegations 
of paragraph numbered “13” of the complaint. 

14. Defendants deny the allegations of paragraph num¬ 
bered “14” of the complaint in the manner and form plead¬ 
ed and aver that defendant, General Motors Corporation, is 
the owner of the applications filed by the parties, Dyer, 
Lachapelle, and Saxe, involved in Interference No. 68,678, 
that each of said parties made the invention of the claim 
in issue in said Interference No. 68,678 prior to any date to 
which the party Gilbert to said Interference is entitled. 

15. Defendants aver that defendant, General Motors 
Corporation, is the owner of the applications of John W. 
Fitzgerald, Serial No. 572,710, filed October 30, 1931, 
Leander B. Harris, Serial No. 578,370, filed December 1, 
1931 and is licensee under United States Patent No. 
1,862,006, issued to Douglas Collins on June 7, 1932 on 
application Serial No. 508,977, filed January 15, 1931, and 
under an application Serial No. 500,947, filed December 8, 
1930 by the said Collins, and that the said Fitzgerald, 
Harris and Collins, and each of them, made an invention, a 
modification of which constituted the issue of said Inter¬ 
ference No. 68,678, prior to any date to which the said Gil¬ 
bert, a party to said Interference is entitled, and defend¬ 
ants further aver that defendant, General Motors Cor¬ 
poration, is the owner of the application of Jesse S. Kauff¬ 
man, Serial No. 582,4S0, filed December 21, 1931, and that 
the invention of the specific issue of said Interference No. 
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68,678 was made by the said Kauffman prior to any date to 
which the said party Gilbert is entitled. 

16. Defendants aver, on information and belief, that 
plaintiff, Lewis W. Gilbert, is not the owner of application, 
Serial No. 568,572, that he is not the real party in interest 
in this purported action, and that he is not entitled to main¬ 
tain this action as the party plaintiff herein. 

17. Defendants aver, on information and belief, that 
preliminary statements were filed in said Interference No. 
68,678 by the parties Lachapelle, Dyer and McKinney and 
Eagle prior to August 10, 1934 in compliance with Rule 
110 of the Rules of Practice of the United States Patent 
Office, and that the party Gilbert to said Interference did 
not file a preliminary statement in compliance with the said 
rule. 

18. Defendants aver, on information and belief, that 
on or about March 18, 1935 the Patent Office sent to the 
attorney of record of said Lewis W. Gilbert, applicant of 
said application Serial No. 568,572 a notice in writing of 
the redeclaration of Interference No. 68,678 with the par¬ 
ties Blake, Collins, Saxe and Gilbert added thereto and that 
in such notice the parties, inclusive of the party Gilbert, 
were advised that the preliminary statements required by 
Rule 110 of the Rules of Practice of the United States 
Patent Office must be filed by such added parties on or 
about April 22,1935, that thereafter, on April 23, 1935, the 
time for filing preliminary statements was extended to May 
22, 1935, and the parties to said Interference, inclusive of 
the said party Gilbert, were notified thereof by the United 
States Patent Office, that thereafter the said period for 
filing preliminary statements was further extended to Julv 

• I 
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3, 1935 and the several parties to the Interference, inclu¬ 
sive of the said party Gilbert, were notified in writing by 
the United States Patent Office of said further extension of 
time for the filing of preliminary statements. 

19. Defendants aver, on information and belief, that 
prior to July 1, 1935, in compliance with the notification 
from the United States Patent Office, the parties Blake, Col¬ 
lins and Saxe filed preliminary statements in said Inter¬ 
ference in accordance with said Rule 110 of the United 
States Patent Office, and that said Gilbert did not file a 
preliminary statement during the time as twice extended to 
July 1,1935. 

20. Defendants aver, on information and belief, that 
on or about July 22, 1935 all parties to said Interference 
No. 68,678, including the party Gilbert, were notified in 
writing by the United States Patent Office that the prelim¬ 
inary statements of the parties thereto, Blake, Collins and 
Saxe, were approved by the United States Patent Office 
and that the parties thereto were further advised in writ¬ 
ing by the United States Patent Office that the party Gil¬ 
bert would be restricted to his record date for failure to 
file a preliminary statement therein. 

21. Defendants aver, on information and belief, that 
on or about January 30, 1936, judgment on the record was 
entered against the parties Blake and Collins for failure 
to overcome the filing dates of some of the parties in said 
Interference No. 68,678, including the party Gilbert, that 
the parties to said Interference No. 68,678, including the 
party Gilbert, were notified in writing of said ruling by 
the United States Patent Office, that on said date of Janu- 
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ary 30, 1936 the United States Patent Office set times for 
the taking of testimony of the parties to said Interference, 
including the time within which the party Gilbert might 
take testimony in rebuttal, and that the United States 
Patent Office notified the parties to said Interference, in¬ 
cluding the party Gilbert, in writing of the times for taking 
testimony which it had so set. 

22. Defendants aver, on information and belief, that 
after January 30, 1936, when the United States Patent 
Office set the times for taking testimony in said Interfer¬ 
ence No. 68,678, inclusive of the time of said party Gilbert 
for the taking of testimony in rebuttal, it reset and post¬ 
poned a number of times said limit of time for the taking 
of said testimony, including that of the party Gilbert, and 
that, each time it extended and reset the said dates, the par¬ 
ties to said Interference including the party Gilbert, were 
notified in writing in accordance with the Rules of Practice 
of the United States Patent Office, and that the final and last 
extending, resetting and postponing of said dates for the 
taking of testimony was on November 23, 1937 and that at 
that time the party Gilbert was allowed until January 11, 
1938 within which to take rebuttal testimony in said Inter¬ 
ference. 

23. Defendants aver, on information and belief, that 
prior to January 11, 1938, the parties to said Interference, 
Lachapelle, Saxe and Dyer, took and completed their testi¬ 
mony in said Interference, all within the times fixed by the 
United States Patent Office on November 23, 1937, that the 
testimony on behalf of said Lachapelle, Saxe and Dyer was 
duly filed in the United States Patent Office and was open 
to examination to all parties to said Interference, that the 
party Gilbert failed and neglected to take any testimony 
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in rebuttal within the time set and extended by the United 
States Patent Office, and that testimony and proofs of each 
of Ihe said parties, Lachapelle, Saxe and Dyer, were avail¬ 
able to said Gilbert since prior to the said 11th day of Jan¬ 
uary, 1938. 

24. Defendants aver, on information and belief, that, 
after December 17, 1934, the date on which Lewis W. Gil¬ 
bert, applicant of application Serial No. 568,572, added, as 
claim 15 of his application, the claim which had been sug¬ 
gested to him by the United States Patent Office and which 
became the count of said Interference No. 68,678 as de¬ 
clared and redeclared, the said Gilbert took no action in 
said Interference until March 16, 1938, that at all times 
after December 17, 1934, until said Interference was deter¬ 
mined, the said Gilbert was represented by an attorney of 
record in the United States Patent Office, that said party 
Gilbert did not file a preliminary statement in accordance 
with Buie 110 of the Rules of Practice of the United States 
Patent Office, that said party Gilbert elected to stand on 
his date of filing of his application Serial No. 568,572, that 
said party Gilbert did not attend and was not represented 
at the taking of testimony by the said parties Lachapelle, 
Saxe and Dyer, and that said party Gilbert did not take any 
testimony or proofs in his own behalf. 

25. Defendants aver, on information and belief, that, 
from December 17, 1934 to March 16, 1938, said applicant 
Gilbert did not take any action in said Interference No. 
68,678, that said party Gilbert elected not to take any 
proofs or action during the progress of said Interference, 
and that not until after the completion of the testimony and 
the closing of the proofs of the other parties to said Inter- 
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ference did applicant Gilbert, personally, through his at¬ 
torney, or in any other manner, make any effort to secure 
the reopening of the said Interference for the purpose 
of enabling him to file a preliminary statement and to take 
testimony therein. 

26. Defendants aver, on information and belief, that 
after the proofs on behalf of all the other parties to said 
Interference had been taken, the party Gilbert to said 
Interference No. 68,678 presented motions or petitions urg¬ 
ing the United States Patent Office to reopen said Inter¬ 
ference to permit the said Gilbert to file a preliminary state¬ 
ment and take testimony in his behalf and that all of these 
motions and petition's were considered by and denied byf 
the tribunals of the United States Patent Office, that said 
motions and petitions included a motion, accompanied by 
an affidavit of the said party Gilbert, which was filed with 
the Examiner of Interferences on or about March 16, 1938 
and denied on April 13,1938, a petition for reconsideratioij 
of such motion filed on or about April 20, 1938 and deniec| 
by the Examiner of Interferences on April 26, 1938, a firsj 
petition to the Commissioner of Patents to direct reopenJ- 
ing of the interference to permit filing of a preliminary 
statement and taking of testimony by the said party Gilbert , 
filed on or about April 21,1938 and denied by the Assistant 
Commissioner on June 9, 1938, a second petition to the 
Commissioner, accompanied by affidavits of the said Gil ¬ 
bert and others, filed on or about May 22, 1939 and denied 
by the Assistant Commissioner on July 11,1939 and a third 
petition to the Commissioner filed on or about July 19,1939 
and denied by the Assistant Commissioner on July 29,1939. 

27. Defendants aver that, by reason of said proceedings 
had and taken in said Interference, the election of the oartV 
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Gilbert to stand on the filing date of his application Serial 
No. 568,572 in said Interference and his neglect and refusal 
to take any action in said Interference No. 68,678, the party 
Gilbert is estopped and debarred from maintaining this 
action for the purposes prayed for in the complaint. 

WHEREFORE, these defendants deny that the plaintiff 
is entitled to the relief prayed for in the complaint or to 
any part thereof and they pray that the complaint herein 
be dismissed with costs in this Court to be taxed. 

JOSEPH FREDERICK LACHAPELLE, 
RALPH G. MILLER, FREDERICK SAXE 
and GENERAL MOTORS CORPORATION. 

(Signed) By A. K. SHIPE, 

Attorney for Defendants. 

(Acknowledgment of Service this 27th day of February, 

1940.) 


. 9 

Attorney for Lewis W. Gilbert, Plaintiff. 


. . 

Attorney for Conway P. Coe, Defendant. 


A. K. Shipe, 

Transportation Building, 
Washington, D. C. 

Drury W. Cooper, 

Allan C. Bakewell, 
Attorneys for Defendants, 
233 Broadway, 

New York. N. Y. 
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Amended Complaint in Civil Action No. 320 in U. S. 
District Court for Western District of New York. 

UNITED STATES DISTBICT COUBT. 

Western District of New York. 


Plaintiff, for his third amended complaint herein al¬ 
leges : 

FIBST: That plaintiff is a citizen of the State of New 
York and a resident of the Village of limestone, Cattarau¬ 
gus County, New York, and is subject to the jurisdiction 
of this Court, and during all times hereinafter referred 
to up to May, 1936 was a resident of Seneca Falls, New 
York. • 

SECOND: That defendant is an automobile manufac¬ 
turing corporation, organized under the laws of the State 
of Delaware, and has its principal office in the State of 
Delaware, in the City of Wilmington, County of New Castle, 
and owns and operates factories and branches; namely, 
Delco-Bemv Division at Anderson, Indiana; and Chevrolet 
Motor Division, Detroit, Michigan; and Delco Appliance 
Division, Lyell Avenue, Bochester, N. Y.; and that said 
factories and divisions had been owned and operated di- 


Lewis W. Gilbert, 

Plaintiff, 

against 

General Motors Corporation, 

Defendant. 


Civil Action 
No. 320. 
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rectly or indirectly through subsidiary corporations con¬ 
tinuously by defendant since July 1931 and prior thereto. 

THIRD: That the matter in controversy exceeds, exclu¬ 
sive of interest and costs, the sum or value of $3,000.00. 

FOURTH: That prior to January 19, 1924, plaintiff 
invented an automatic starting switch for automobiles, 
which was normally closed by gravity and opened by the 
vacuum of the intake manifold of the automobiles to which 
it was connected, on which, on July 5, 1927, he secured a 
U. S. patent, 1,635,078; and that thereafter, and prior to 
the year 1929, he invented an improvement thereon; name¬ 
ly, a vacuum starter switch comprising a switch opened by 
the vacuum of the intake manifold of the automobile to 
which it was connected and which switch was connected to 
or related to the accelerator rod and pedal of the automo¬ 
bile so that the switch could not be closed as long as the 
accelerator rod or pedal remained depressed and as long as 
the throttle valve of the carbureter was held open by the 
accelerator rod, said switch being located on the intake 
manifold on one side of the engine and being used with a 
solenoid switch and starting motor on the other side of 
the engine and controlling said solenoid and motor, and 
making unnecessary the so-called starting pedal of the 
automobile previously used; and plaintiff alleges that he 
was the original, first and sole inventor of said improved 
switch controlled by both vacuum and the accelerator pedal 
and the combination of any two or more parts thereof and 
in connection with said solenoid, 

FIFTH: That on or before September 10, 1931, at de¬ 
fendant’s request, plaintiff disclosed and demonstrated said 
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invention in confidence to defendant, with a view to selling 
it to defendant, said invention being at that time installeci 
on an automobile in connection with which the disclosure 
and demonstration was made. 


SIXTH: That at that time defendant examined said 
invention and tested the same, and learned from said disi 
closure and said tests the details of manufacture and methi 
od of operation of said invented device. 


On information and belief, that at said time, defendant 
also made a sketch and written description of said inven] 
tion, with the intent and purpose of copying and imitating 
said device. 


SEVENTH: That shortly after said disclosure, defend] 
ant informed plaintiff that it was not interested in said 
invention. 


EIGHTH: That on October 13,1931, the plaintiff, bein^ 
as aforesaid, original, first and sole inventor of said imj 
provements in Automatic Starting Switch, duly filed in the 
United States Patent Office an application for letters patent 
on said invention, said application complying in all re] 
spects with the requirements of the law in such cases made 
and provided, and complying in all respects with the rules 
of practice in the United States Patent Office, which appli] 
cation received Serial No. 568,572, of which application he| 
is now and always has been the sole owner. 


NINTH: That said invention was and is described by 
the following claim: 

A starter switch for internal combustion engines 
comprising a circuit opening and closing means, pres- 
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sure responsive means connected with the first named 
means for operating the latter means, an accelerator 
pedal, and control means for said pressure respon¬ 
sive means operatively connected with said accelera¬ 
tor pedal for controlling said pressure responsive 
means to hold the circuit opening and closing means 
in circuit opening condition. 

And that said application was the first application filed in 
the Patent Office disclosing and covering the aforesaid 
invention. 

TENTH: That after said disclosure of September 10, 
1931, as plaintiff is informed and believes, defendant 
caused its engineer, John B. Dyer, at Anderson, Indiana, 
to design a modified form of plaintiff’s invention, and 
caused said Dyer to file an application for a patent there¬ 
on in the United States Patent Office for the benefit of 
defendant, which application was filed in the Patent Office 
on or about November 19, 1932, Serial #643,375, said 
invention being also shown in a divisional application filed 
by said Dyer on or about January 22, 1934, Serial No. 
707,704. 

ELEVENTH: That on or about November 27, 1931, 
plaintiff drove a car to Detroit, Michigan, equipped with 
the invention shown and described in his application 568,- 
572, aforesaid, and showed said invention, in confidence, 
to defendant at the Chevrolet Division in Detroit, Michi¬ 
gan, where defendant again examined the invention and 
the operation thereof. 

TWELFTH: That on or about January 7, 1932, at the 
special instance and request of the defendant, the plain- 
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tiff sent to defendant, in confidence, a copy of the drawing 
of plaintiff’s application #568,572, above referred to, and 
sent defendant at that time a vacuum controlled starter 
switch such as is shown in the drawing of plaintiff’s 
plication referred to. 


I 

ajp- 


That thereupon, defendant asked for a written descrip¬ 
tion of the drawing or a copy of the specification of the 
pending application, and on February 11, 1932, plaintiff 
sent to defendant, at Dayton, Ohio, the copy of the speci¬ 
fication of his patent application aforesaid, all in confi¬ 
dence. 


THIRTEENTH: On information and belief, that im¬ 
mediately thereafter, upon the receipt by the defendant 
of plaintiff’s model, drawings and specifications for his 
new invention, and well knowing that its own employee, 
Dyer, had filed an application for a patent under its 
direction for a somewhat similar device, copied and mad^ 
from the disclosures hereinbefore referred to, defendant 
advised plaintiff, in substance, that a number of applica¬ 
tions covering devices more or less similar to that of the 
plaintiff had been filed in the Patent Office. That said 
statement was false, and known by the defendant to be 
false when made. That defendant well knew that no apt 
plication prior to that of plaintiff had been filed. That sai<i 
statement was made to induce the plaintiff to believe thai 
he was not the first inventor, and to discourage him froirj 
prosecuting his patent application to effect. That plaintiff 
believed said statement of defendant, and relying thereon] 
lost valuable rights in the Patent Office. 


FOURTEENTH: On information and belief, that whei^ 
plaintiff disclosed his invention to defendant at Detroit op 
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November 27, 1931, and when he disclosed his invention to 
the defendant at Rochester, New York on September 10, 
1931, no application for a patent covering a device more or 
less similar to plaintiff’s invention had been filed by anoth¬ 
er in the United States Patent Office, and defendant well 
knew this to be the fact. 

That on or about March 9,1932, plaintiff notified defend¬ 
ant that his application had been filed in the United States 
Patent Office on October 13, 1931, and at that time defend¬ 
ant well knew that no application for a patent covering 
a device more or less similar to plaintiff’s invention had 
previously been filed in the United States Patent Office by 
another prior to plaintiff’s application. 

FIFTEENTH: That on or about May 28, 1934, the 
Commissioner of Patents declared an interference, No. 
68,678, between the applications of McKinney and Eagle, 
filed January 18, 1933, Ser. No. 652,378; and the applica¬ 
tion of John B. Dyer, filed January 22, 1934, Serial No. 
707,704; said application being a division of an application 
filed by the said Dyer November 19,1932, Ser. No. 643,375; 
and the application of Lachapelle, Ser. No. 626,248, filed 
July 28, 1932; in which interference the application of 
plaintiff -was not included and should have been included, 
the issue of said interference being the claim set forth in 
paragraph Ninth above. 

SIXTEENTH: That on or about March 18, 1935, the 
Commissioner of Patents redeclared said interference No. 
68,678, on the same claim, and added the parties 

Blake, Filed August 17, 1934, Ser. No. 740,358; 

Collins, “ July 29, 1933 “ “ 682,720; 

Saxe, “ December 8. 1931. “ “ 579,787: 
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and plaintiff’s application, filed October 13, 1931, Ser. No. 
568,572; and that in said interference plaintiff was the 
senior party, his application having been filed on the earli¬ 
est date and before the applications of the other six par¬ 
ties. 

SEVENTEENTH: That Rule 110 of the Rules of Prac¬ 
tice of the United States Patent Office required plaintiff to 
file in said interference in the Patent Office a sworn state¬ 
ment setting forth the date when he made a written descrip¬ 
tion of the invention, and the date upon which said inven¬ 
tion was first disclosed to others, etc., which statement had 
to be filed in the Patent Office on or before July 1, 1935; 
and that because of the discouraging and untrue statements 
of defendant and his reliance thereon, plaintiff did not file 
the statement required, and thereby lost valuable rights 
in the Patent Office as against defendant. 

EIGHTEENTH: On information and belief, that the 
application of John B. Dyer was filed by defendant, well 
knowing that plaintiff was the first inventor, and that John 
B. Dver was not the first inventor of said invention, and 
that said Dyer application claimed the invention with un¬ 
clean hands. That defendant, on behalf of said Dyer, 
caused testimony to be taken in the interference proceed¬ 
ing, with the result that the Patent Office found that he 
conceived invention not earlier than October ID, 1931, and 
later than plaintiff’s first disclosure. 

That in the interference proceeding defendant obtained 
knowledge of the application of Joseph Frederick La- 
chapelle, Serial No. 626,248, filed July 29, 1932, and ob¬ 
tained knowledge of the application of Frederick Saxe, 
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Serial No. 679,787, filed December 8, 1931, which applica¬ 
tions, prior to July 1, 1935, had been kept secret and con¬ 
fidential by the Patent Office, and were disclosed to defend¬ 
ant after July 1, 1935. 

NINETEENTH: That thereafter, on information and 
belief, defendant bought said applications and withheld 
the instruments evidencing said purchases from record, so 
that they were not recorded in the public assignment rec¬ 
ords of the United States Patent Office, pretending falsely 
that the applications were still owned by the applicants 
named therein, and caused testimony to be taken in behalf 
of each of said applicants, and used said applications for 
opposing plaintiff and fighting plaintiff in the Patent Office 
in plaintiff’s effort thereafter to secure a patent on his 
said claim; and that in so doing, defendant took advantage 
of plaintiff’s confidential disclosures to defendant for the 
purpose of defrauding plaintiff and unjustly enriching 
defendant. 

TWENTIETH: That in the year 1938, plaintiff learned 
for the first time that he had been the first person to file an 
application on the invention above described. That there¬ 
upon, he petitioned the Patent Office for leave to file proof 
that he was the first inventor thereof. That said petition 
was opposed by the defendant, acting ostensibly for La- 
chapelle, Saxe and Dyer, but in reality for itself, with the 
result that the same was denied. 

That as a result of defendant’s actions therein, which 
were intended to hinder and delay and defraud the plain¬ 
tiff of his rights as the first inventor, priority of invention 
to him was denied, and was awarded to the Lachapelle ap- 
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plication, to the injury of plaintiff and to the profit of the 
defendant. 

TWENTY-FIRST: That in 1932 or 1933, defendant, 
without plaintiff’s knowledge or consent, and without offer¬ 
ing to pay him therefor, began making and selling large 
quantities of said vacuum starter switches and starting 
motor solenoid switches containing the invention disclosed 
by plaintiff to defendant; and that said switches have been 
used in large numbers on so-called Buick and Pontiac cars, 
made then and thereafter by defendant, and by other manu¬ 
facturers of automobiles, to whom said switches were 
sold, directly or indirectly, by defendant. 

TWENTY-SECOND: On information and belief, that 
said invention in vacuum controlled switches with the sole¬ 
noid or electro magnet used in connection therewith was 
and is a valuable invention, and was and is used on many 
hundreds of thousands of automobiles automatically to 
start the motor in the first instance without a starting pedal] 
and automatically to start the motor in case the motor 
stalls; and that said invention is a distinct advantage to 
cars using it, and a great improvement on cars previously 
used without it. That it increases the ease with which said 
cars are started and the safety with which they are driven] 
That said invention has been recognized by the public as a 
great improvement in automobiles. That it has been a 
valuable feature on the so-called Buick and Pontiac cars 
made and sold by defendant and on Chrysler and other 
makes of competing cars, for which other makes of cars 
defendant has made and sold such devices, and it has con¬ 
tributed greatly to the sale of cars equipped therewith, both 
in the number of cars sold and the price received therefor 
That, by this invention, defendant has made large profits; 
and has unjustly enriched itself to the injury of plaintiff. 
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TWENTY-THIRD: That by reason of said disclosures 
given at the request of defendant and in confidence, a trust 
relationship was established between plaintiff and de¬ 
fendant, and a special confidence was thereby reposed in 
and accepted by defendant, and a confidential relationship 
was established between plaintiff and defendant, in accord¬ 
ance with which defendant was obligated not to use the in¬ 
vention without paying plaintiff therefor, and which confi¬ 
dential relationship and trust was fraudulently abused by 
defendant in the manner hereinbefore described. 

TWENTY-FOURTH: That the defendant has already 
procured five patents containing plaintiff’s invention de¬ 
scribed by the claim of the Interference with modifications 
or improvements thereon, which patents are numbered 
2,065,889, 2,101,931, 2,105,643, 2,105,723, 2,153,826, all issued 
in the name of John B. Dyer and assigned to defendant; and 
plaintiff is informed and believes that defendant, in addi¬ 
tion. has filed eight applications showing plaintiff’s in¬ 
vention with improvements or additions thereto. 

TWENTY-FIFTH: On information and belief, that de¬ 
fendant has sold Buick and Pontiac cars during four years 
in numbers not less than as follows: 



Buick 

Pontiac 

1934 

82,155 

82.155 

1935 

109,724 

178,083 

1936 

184,387 

183,813 

1937 

232,648 

239,353 


608,912 

683,404 



608,912 



1,292,318 
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and that all the Buick cars and all of the eight-cylinder 
Pontiac cars were equipped with the vacuum starter switch¬ 
es and with the solenoid switches containing plaintiff’s in¬ 
vention, and that both of said switches have been used by 
defendant on cars previously to 1934 and since then and 
were sold by defendant and used as equipment on Chrys¬ 
ler, Graham-Paige, Dodge and DeSoto cars, and were sold 
for use on motor boats and trucks by defendant; and were 
also sold as replacements, and defendant has also made and 
used Delco-Remy vacuum starter switches embodying said 
invention. 

TWENTY-SIXTH: On information and belief, that 
beginning with the year 1933, and for several years there¬ 
after, the so-called Chevrolet car, made and sold by de¬ 
fendant, was equipped with a vacuum control starting 
switch embodying plaintiff’s invention, and that several 
million of these cars have been made and sold. 

TWENTY-SEVENTH: That plaintiff has demanded 
of defendant that the use of plaintiff’s invention cease, and 
that defendant account for the large profit made from the 
use thereof, and that said demand has been refused. 

TWENTY-EIGHTH: That the plaintiff has no ade¬ 
quate remedy at law. 

WHEREFORE, plaintiff prays as follows: 

1. That the plaintiff be decreed and adjudged to be the 
first inventor of the invention described by the claim of the 
interference aforesaid. 

2. That it be decreed that defendant is an infringer of 
said claim and that defendant has used plaintiff’s invention. 
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3. That it be decreed that defendant has acted in bad 
faith and has fraudulently abused the disclosure of plain- 
tilf’s invention to defendant in confidence, and has abused 
and taken advantage of the confidential relation that was 
established between plaintiff and defendant and the special 
confidence that plaintiff placed in defendant and that was 
accepted by defendant. 

4. That the defendant be restrained and perpetually 
enjoined from making, using, or selling, or making any 
claim of right, title or interest in and to the invention of 
vacuum controlled starting switches that include plaintiff’s 
invention as disclosed by plaintiff to defendant. 

5. That defendant be ordered to turn over to plaintiff 
all models, drawings and papers pertaining to said inven¬ 
tion that defendant has in its possession or control, and all 
vacuum controlled starting switches containing plaintiff’s 
invention that defendant has in its possession or control, 
and that defendant be ordered to assign and transfer to^ 
plaintiff all of the patents and applications filed in or taken 
out in the name of John B. Dyer or anybody else which are 
owned by defendant and which cover said invention. 

6. That defendant be ordered, adjudged and decreed 
to account to plaintiff for all profits made by defendant, 
directly or indirectly, by the making, using and selling of 
said invention, and that the defendant be charged with all 
profits realized therefrom and pay over the same to the 
plaintiff. 

7. That defendant be ordered, adjudged and decreed to 
reimburse plaintiff for any and all damages which have re¬ 
sulted from defendant’s fraudulent conduct and for the ex- 
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pense to which defendant has put plaintiff by the litigation 
in the Patent Office. 

8. That defendant be ordered to assign and transfer to 
plaintiff, without cost to plaintiff, the applications for 
patent of Lachapelle and Saxe, aforesaid, and any patents 
issued thereon, and any right, title or interest therein by 
defendant. 

9. That defendant be ordered to pay plaintiff for the 
value of his invention, and the value of his patent thereon 
as though it had been regularly issued fully protecting his ! 
invention. 

10. That plaintiff have such other and further relief as 
may be just in the premises, together with costs and dis¬ 
bursements of this action. 


FRANK KEIPER, 

Frank Keiper, 

Attorney for Plaintiff, 

No. 6 State Street, 
Rochester, New York. 

GEORGE H. HARRIS, 
George H. Harris, 

HUGH J. O’BRIEN, 
Hugh J. 0 ’Brien, 

Counsel for Plaintiff, 

610 Union Trust Building, 
Rochester, New York. 
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Answer of General Motors—Civil Action No. 320. 

DISTRICT COURT OF THE UNITED STATES. 
Western District of New York. 


Lewis W. Gilbert, 


Plaintiff, 


vs. 

General Motors Corporation, 

Defendant. 


Civil Action 
No. 320. 


Answer of defendant, General Motors Corporation, to 
the Third Amended Complaint of plaintiff, Lewis W. Gil¬ 
bert: 

1. Defendant is without knowledge or information suffi¬ 
cient to form a belief as to the truth of the allegations con¬ 
tained in paragraph “First” of the third amended com¬ 
plaint. 

2. Defendant admits the allegations contained in para¬ 
graph “Second” of the third amended complaint. 

3. Defendant denies the allegations contained in para¬ 
graph “Third” of the third amended complaint. 

4. Defendant admits that letters patent of the United 
States No. 1,635,078 issued on July 5, 1927 to one Lewis W. 
Gilbert, for purported improvements in Automatic Switch, 
but it denies each and every other allegation contained in 
paragraph “Fourth” of the third amended complaint. 
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5. Defendant denies the allegations contained in para- j 
graph “Fifth” of the third amended complaint. 

6. Defendant denies the allegations contained in para¬ 
graph “Sixth” of the third amended complaint. 

7. Defendant denies the allegations contained in para¬ 
graph “Seventh” of the third amended complaint. 

8. Defendant admits that on October 13,1931 one Lewis 
W. Gilbert, filed application for patent in the United States 
Patent Office and that said application received Serial No. 
568,572, but it denies each and every of the other allega¬ 
tions contained in paragraph “Eighth” of the third amend¬ 
ed complaint. 

9. Defendant denies the allegations contained in para¬ 
graph “Ninth” of the third amended complaint. 

10. Defendant for answer to the allegations contained 
in paragraph “Tenth” of the third amended complaint, 
admits that said John B. Dyer filed applications for letters 
patent Serial Nos. 643,375 and 707,704, on the dates re^ 
ferred to therein, but it denies each and every of thd 
other allegations contained in said paragraph. 

11. Defendant is without knowledge sufficient to form a 
belief as to the truth of the allegations contained in para¬ 
graph “Eleventh” of the third amended complaint, that 
on or about November 27, 1931, plaintiff drove a car to 
Detroit, Michigan and, further answering the other allega¬ 
tions contained in said paragraph “Eleventh”, defendanj 
denies the same. 
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12. Defendant for answer to paragraph “Twelfth” of 
the third amended complaint, admits that on or about Jan¬ 
uary 8, 1932 a copy of a drawing purporting to be the 
drawing of application Serial No. 568,572 w’as furnished 
to it; that thereafter, on or about February 12,1932, a copy 
of what purported to be a description of the device disclosed 
in the drawing aforesaid was furnished to it and that said 
description and drawing were sent to Delco Products Cor¬ 
poration of Dayton, Ohio, but it denies each and every of 
the other allegations contained therein. 

13. Defendant for answer to the allegations contained in 
paragraph “Thirteenth” of the third amended complaint, 
denies each and every allegation contained therein and 
avers that on March 8, 1932 defendant wrote a letter to one 
John C. Frantz, addressed to Seneca Falls, New York, a 
true and correct copy of which letter is attached hereto and 
made a part hereof, and that the statements contained in 
said letter were and are true and correct. 

14. Defendant admits that by letter dated on or about 
March 11, 1932 it was notified that one Lewis W. Gilbert 
had filed an application for letters patent in the United 
States Patent Office on October 13, 1931 but it denies each 
and every other allegation contained in paragraph “Four¬ 
teenth” of the third amended complaint. 

15. Defendant, for answer to paragraph “Fifteenth” 
of the third amended complaint, admits that on or about 
May 28, 1934, the Commissioner of Patents declared an 
interference No. 68,678 between the application of McKin¬ 
ney and Eagle, Dyer and Lachapelle, as alleged, and that 
the issue of said interference was the claim set forth in 
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paragraph “Ninth” of the third amended complaint herein 
but denies each and every of the other allegations contained j 
in said paragraph of the third amended complaint, and 
avers that the claim in issue in said interference was sug¬ 
gested by the United States Patent Office to one Lewis W. 
Gilbert, applicant of application Serial No. 568,572, by let¬ 
ter dated December 14, 1934 and addressed to the attorney j 
of record of said applicant, that said letter was received by 
the attorney for the said applicant Gilbert, that, subsequent 
to the receipt of said letter by the attorney for the applicant 
Gilbert, the said applicant Gilbert, by his attorney, pre¬ 
sented an Amendment, dated December 17, 1934, inserting 
the claim so suggested by the United States Patent Office ! 
in said application, Serial No. 568,572, as claim numbered 
15 thereof. 

16. Answering paragraph numbered “Sixteenth” of 
the third amended complaint, defendant admits that on or 
about March 18, 1935, the Commissioner of Patents re- j 
declared said Interference No. 68,678 on the said single j 
claim theretofore included in said interference and added ! 
the parties, Blake, applicant of application Serial No. 740,- 
358, filed August 17, 1934, Collins, applicant of application 
Serial No. 682,724 filed July 28,1933, Saxe, applicant of ap¬ 
plication Serial No. 579,787, filed December 8, 1931, and 
an application filed by one Lewis W. Gilbert on October 13, 
1931, Serial No. 568,572, and that said Gilbert, the applicant 
of said application Serial No. 568,572, was the senior party 
in said interference but defendant is without knowledge or 
information sufficient to form a belief as to the allegation 
that plaintiff was the applicant of said application Serial 
No. 568,572. 
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17. Answering paragraph “Seventeenth” of the third 
amended complaint, defendant admits the allegations con¬ 
tained in the first seven lines thereof, ending “before July 
1, 1935” but it denies each and every of the other allega¬ 
tions contained therein and avers, on information and be¬ 
lief, that on or about March 18, 1935 the Patent Office sent 
to the attorney of record of one Lewis W. Gilbert, appli¬ 
cant of said application Serial No. 568,572, a notice in writ¬ 
ing of the redeclaration of Interference No. 68,678 with the 
said parties Blake, Collins, Saxe and Gilbert added there¬ 
to and that in such notice the parties, inclusive of the party 
Gilbert, were advised that the preliminary statements re¬ 
quired by Rule 110 of the Rules of Practice of the United 
States Patent Office must be filed by such added parties on 
or about April 22, 1935, that thereafter on April 23, 1935, 
the time for filing preliminary statements was extended to 
May 22,1935, and the parties to said interference, inclusive 
of the said party Gilbert, were notified thereof by the 
United States Patent Office, that thereafter the said period 
for filing preliminary statements was further extended to 
July 1, 1935 and the several parties to the interference, in¬ 
clusive of the said party Gilbert, were notified in writing 
by the United States Patent Office of said further extension 
of time for filing of preliminary statements, that prelimin¬ 
ary statements were filed in said Interference No. 68,678 
by the parties Lachapelle, Dyer and McKinney and Eagle 
prior to August 10, 1934, and by the said parties Blake, 
Collins and Saxe prior to July 1, 1935, all in compliance 
with Rule 110 of the Rules of Practice of the United States 
Patent Office, and that the party Gilbert to said interfer¬ 
ence did not file a preliminary statement in compliance with 
said rule during the said time prior to April 22, 1935, or 
during the two said extensions of said period. 
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18. Answering paragraph “Eighteenth” of the third 
amended complaint, defendant admits that in said interfer¬ 
ence proceeding it obtained knowledge of the application of 
said Lachapelle, applicant of application Serial No. 626,248, 
filed on July 29, 1932, but it denies each and every of the 
other allegations contained therein, and avers that proofs 
were presented on behalf of said John B. Dyer, a party to 
said interference and that it was determined in said inter¬ 
ference that said John B. Dyer made the invention of his 
application involved therein at least as early as October 
10, 1931. 

19. Answering paragraph “Nineteenth” of the third 
amended complaint, defendant denies each and every of the 
allegations contained therein and avers that defendant be¬ 
came and is the owner of the said applications filed by the 
parties Dyer, Lachapelle and Saxe, which are involved in 
said Interference No. 68,678, and that each of said parties 
made the invention of the claim in issue in said Interference 
No. 68,678 prior to any date to which the party Gilbert to 
said interference is entitled. 

20. Answering paragraph “Twentieth” of the third 
amended complaint, defendant admits that said interfer¬ 
ence was decided by the Patent Office in favor of the party 
Lachapelle, but denies each and every of the other allega¬ 
tions contained therein and avers on information and belief, 
that on or about March 16, 1938 the party Gilbert in said 
interference, applicant of application Serial No. 568,572, 
filed a motion with the Examiner of Interferences, urging 
the United States Patent Office to reopen said Interference 
No. 68,678 to permit the said Gilbert to file a preliminary 
statement and to take testimony in said interference and 
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that after due consideration said motion was denied by the 
Examiner of Interferences on or about April 13, 1938, that 
thereafter, on or about April 20, 1938, the said Gilbert filed 
a petition for reconsideration of said motion, that said pe¬ 
tition for reconsideration of said motion was denied on or 
about April 26, 1938, that, after the denial of said motion 
and petition for reconsideration of said motion by the Ex¬ 
aminer of Interferences, the said Gilbert filed the three 
following identified petitions to the Commissioner of Pa¬ 
tents, asking that he direct that said Interference No. 68,- 
678 be reopened to permit the filing of a preliminary state¬ 
ment by and taking of proofs on behalf of said Gilbert, and 
that each such petition was denied: 

The first petition was filed on or about April 21, 1938 
and was denied on June 9, 1938. 

The said second petition was filed on or about May 22, 
1939 and was denied on July 11, 1939, and 

The said third petition w*as filed on or about July 19,1939 
and was denied on July 29,1939. 

21. Answering paragraphs “Twenty-first”, “Twenty- 
second” and “Twenty-third” of the third amended com¬ 
plaint, defendant denies each and every of the allegations 
contained therein. 

22. Answering paragraph “Twenty-fourth” of the third 
amended complaint, defendant admits that letters patent 
identified by numbers therein were issued in the name of 
John B. Dyer and assigned to defendant but it denies each 
and every of the other allegations contained therein. 





23. Answering paragraph “Twenty-fifth” of the third 
amended complaint, defendant admits that it sold Buick 
and Pontiac cars during the years 1934, 1935, 1936 and 
1937 in appreciable numbers, but it denies each and every 
of the other allegations contained therein. 

24. Answering paragraphs “Twenty-sixth” and “Twen¬ 
ty-eighth” of the third amended complaint, defendant de¬ 
nies each and every of the allegations contained therein. 

25. Answering paragraph “Twenty-seventh” of the 
third amended complaint, defendant admits that on or 
about October 21,1939, demand was made upon it by plain¬ 
tiff but it denies each and every of the other allegations 
contained therein and it avers that no use has been made 
by it of any invention of plaintiff. 

26. Defendant avers, on information and belief, that 
prior to July 1, 1935, in compliance with the notification 
from the United States Patent Office, the parties Blake, 
Collins and Saxe to said interference filed preliminary 
statements in said interference in accordance with said 
Rule 110 of the United States Patent Office, and that said 
Gilbert did not file a preliminary statement during the time 
for filing preliminary statement which was extended to 
July 1,1935 by two successive extensions. 

27. Defendant avers, on information and belief, that 
on or about August 10, 1934 all parties then involved in 
said interference 68,678 were notified in writing by the 
United States Patent Office, that the preliminary state¬ 
ments of the parties, Dyer, Lachapelle, McKinney and 
Eagle were approved and on or about July 22,1935 all par¬ 
ties to said Interference No. 68,678 as redeclared, including 
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the party Gilbert, were notified in writing by the United 
States Patent Office that the preliminary statements of the 
parties thereto, Blake, Collins and Saxe, were approved 
and that the parties thereto were advised in writing by the 
United States Patent Office that the party Gilbert would be 
restricted to his record date for failure to file a preliminary 
statement therein. 

28. Defendant avers, on information and belief, that 
on or about January 30, 1936, judgment on the record was 
rendered against the parties Blake and Collins for failure 
to overcome the filing dates of some of the parties in said 
Interference No. 68,678, including the party Gilbert, that 
the parties to said Interference No. 68,678, including the 
party Gilbert, were notified in 'writing of said ruling by 
the United States Patent Office, that on said date of Janu¬ 
ary 30, 1936 the United States Patent Office set times for 
the taking of testimony of the parties to said interference, 
including the time within which the party Gilbert might 
take testimony in rebuttal, and that the United States 
Patent Office notified the parties to said interference, in¬ 
cluding the party Gilbert, in writing of the times for taking 
testimony which it had so set. 

29. Defendant avers, on information and belief, that 
after January 30, 1936, when the United States Patent 
Office set the times for taking testimony in said Interfer¬ 
ence No. 68,678, inclusive of the time of said party Gilbert 
for the taking of testimony in rebuttal, it reset and post¬ 
poned a number of times said limit of time for the taking 
of said testimony, including that of the party Gilbert, and 
that, each time it extended and reset the said dates, the par¬ 
ties to said interference, including the party Gilbert, were 
notified in writing in accordance with the Rules of Practice 
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of the United States Patent Office, and that the final and 
« last extending, resetting and postponing of said dates for 

, the taking of testimony was on November 23,1937 and that 

at that time the party Gilbert was allowed until January 
11, 1938 within which to take rebuttal testimony in said in¬ 
terference. 

» 

, 30. Defendant avers, on information and belief, that 

prior to January 11, 1938, the parties to said interference, 
Lachapelle, Saxe and Dyer, took and completed their testi¬ 
mony in said interference, all within the times fixed by the 
<. United States Patent Office on November 23, 1937, that the 

testimony on behalf of Lachapelle, Saxe and Dyer was 
duly filed in the United States Patent Office and was open 
to examination to all parties to said interference, that the 
party Gilbert failed and neglected to take any testimony 
in rebuttal within the time set and extended by the United 
States Patent Office, and that testimony and proofs of each 
of said parties, Lachapelle, Saxe and Dyer, were available 
to said Gilbert since prior to the said 11th day of January, 
1938. 

31. Defendant avers, on information and belief, that on 

*■ 

September 14, 1938 the Examiner of Interferences heard 
arguments on final hearing in said Interference No. 67,678 
referred to in paragraphs numbered “Fifteenth 7 ’ and 
“Sixteenth” of the third amended complaint, that on 
November 30, 1938 the Examiner of Interferences deter¬ 
mined the issue in said interference as appears in a written 
opinion filed on said day and awarded priority of inven¬ 
tion to Lachapelle on evidence submitted on his behalf 
and ruled that Saxe had not proven priority over the filing 
date, October 13,1931, of the application filed by one Lewis 
W. Gilbert, which was involved in said Interference No. 
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68,678, that thereafter the said Gilbert and Saxe, parties 
to said interference, appealed to the Board of Appeals of 
the Patent Office, that on or about June 23, 1939 hearing 
was had on said appeals by the said Board of Appeals, 
that on July 27, 1939 the said Board of Appeals deter¬ 
mined the said appeals, as appears in a written opinion 
filed on said day, affirming the decision of the Examiner 
of Interferences, which awarded priority to Lachapelle on 
the issue of said interference, and defendant further avers 
that the Examiner of Interferences ruled and held the 
party Dyer, referred to in paragraph numbered ‘‘Thir¬ 
teenth” of the third amended complaint, conceived the 
invention defined by the issue of said Interference No. 
68,678 at least as early as October 10,1931 and reduced said 
invention to practice, and that said Dyer was diligent in 
reducing it to practice. Profert of duly authenticated 
copies of said opinions are hereby made. 

32. Defendant avers, on information and belief, that 
after December 17, 1934, the date on which Lewis W. Gil¬ 
bert, applicant of application Serial No. 568,572, added, as 
claim 15 of his application, the claim which had been sug¬ 
gested to him by the United States Patent Office and which 
became the count of said Interference No. 68,678 as declar¬ 
ed and redeclared, the said Gilbert took no action in said 
interference until March 16, 1938, that at all times after 
December 17, 1934, until said interference was determined, 
the said Gilbert was represented by an attorney of record 
in the United States Patent Office, that said party Gilbert 
did not file a preliminary statement in accordance with 
Rule 110 of the Rules of Practice of the United States 
Patent Office, that said party Gilbert elected to stand on 
his date of filing of his application Serial No. 568,572, that 
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said party Gilbert did not attend and was not represented 
at the taking of testimony by the said parties Lachapelle, 
Saxe and Dyer, and that said party Gilbert did not take 
any testimony or proofs on his own behalf. 

33. Defendant avers, on information and belief, that 
from December 17, 1934 to March 16, 1938, said applicant 
Gilbert did not take any action in said Interference No. 
68,678, that said party Gilbert elected not to take any 
proofs or action during the progress of said interference, 
and that not until after the completion of the testimony 
and the closing of the proofs of the other parties to said 
interference did applicant Gilbert, personally, through his 
attorney, or in any other manner, make any effort to secure 
the reopening of the said interference for the purpose of 
enabling him to file a preliminary statement and to take 
testimony therein. 

I 

34. Defendant avers, on information and belief, that 
after the proofs on behalf of all the other parties to said 
interference had been taken, the party Gilbert to said Inter¬ 
ference No. 68,678 presented motions or petitions urging 
the United States Patent Office to reopen said interference 
to permit the said Gilbert to file a preliminary statement 
and take testimony in his behalf and that all of these mo¬ 
tions and petitions were considered by and denied by the 
tribunals of the United States Patent Office, that said mo¬ 
tions and petitions included a motion, accompanied by 
an affidavit of the said party Gilbert, which was filed with 
the Examiner of Interferences on or about March 16, 1938 1 
and denied on April 13,1938, a petition for reconsideration 
of such motion filed on or about April 20, 1938, and denied 
by the Examiner of Interferences on April 28, 1938, a first 
petition to the Commissioner of Patents to direct the re-j 
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opening of the interference to permit filing of a prelimin¬ 
ary statement and taking of testimony by the said party 
Gilbert, filed on or about April 21, 1938 and denied by the 
Assistant Commissioner on June 9, 1938, a second petition 
to the Commissioner, accompanied by affidavits of the 
said Gilbert and others, filed on or about May 22, 1939 and 
denied by the Assistant Commissioner filed on or about 
July 19, 1939 and denied by the Assistant Commissioner 
on July 29, 1939. 

35. Defendant avers that the party Gilbert involved in 
said Interference No. 68,678, neglected and refused there¬ 
in to take any action and therefore elected to stand on the 
filing date of his said application involved therein, that in 
the said interference proceeding all rights of the parties 
thereto, inclusive of the party Lewis W. Gilbert, applicant 
of application Serial No. 568,572, were adjudicated; that 
in said interference proceeding it was determined that 
the said Lewis W. Gilbert was not the (first) inventor of 
said claim wffiich was the subject of said interference; that, 
by reason of the proceedings had and the adjudication made 
in said interference proceeding of the issue therein which 
was determined in favor of the party Lachapelle, the inven¬ 
tion of said Lachapelle became and is the property of de¬ 
fendant, and by reason of said adjudication all issues with 
respect to the claim of said interference proceedings are 
determined and are res adjudicata between plaintiff and 
defendant and that, therefore, plaintiff is debarred and 
foreclosed from prosecuting this action. 

36. Defendant avers that it is the owner of the applica¬ 
tions of John W. Fitzgerald, Serial No. 572,710, filed Octo¬ 
ber 30, 1931 and Leander B. Harris, Serial No. 578,370, 
filed December 1, 1931; that it is licensed to manufacture. 
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use and sell devices made under the invention of United 
States Patent No. 1,862,006, issued to Douglas Collins on 
June 7, 1932 on application Serial No. 508,977, filed Janu¬ 
ary 15, 1931, and under the invention of an application 
Serial No. 500,947, filed December 8, 1930 by the said Col¬ 
lins, that the said inventions of said Collins patent and the 
inventions of said applications of said John W. Fitzgerald, 
Leander B. Harris and Douglas Collins, a modification of 
which constituted the issue of said Interference No. 68,678, 
were made prior to any date to which the said Gilbert, a 
party to said interference, is entitled, that it also owns the 
invention of the application of Jesse S. Kauffman, Serial 
No. 582,480, filed December 21,1931, and that the invention 
of the specific issue of said Interference No. 68,678 was 
made by the said Kauffman prior to any date to which the 
said party Gilbert is entitled. 

37. Defendant avers that the devices of its manufacture, 
use and sale which are involved in this action, do not em¬ 
body any invention of plaintiff; that said devices made and 
sold by it were created and developed by its engineers or 
employees or by other inventors, the rights of whom have 
been acquired by defendant, and that the manufacture and 
sale by it of said devices have been made, used and sold 
with right and authority and without invasion upon any 
right of plaintiff. 

38. Defendant avers that by reason of the rights which 
are vested in it in and to the inventions of the parties 
identified in paragraph numbered “36” hereof, by reason 
of said adjudication of the United States Patent Office in 
said Interference proceeding No. 68,678 and by reason of 
the disclosure of the following prior letters patent: 
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Number 

Name 

Date 

1,079,725 

Rushmore 

Nov. 25, 1913 

1,130,675 

Mills 

Mar. 2, 1915 

1,150,523 

Kettering 

Aug. 17, 1915 

1,188,061 

Franquist 

June 20, 1916 

1,235,423 

Bovett et al. 

July 31, 1917 

1,246,056 

Conrad 

Nov. 13, 1917 

1,254,811 

Kettering 

Jan. 29, 1918 

1,533,104 

Davis, Jr. 

Apr. 14, 1925 

1,598,826 

Kroeger 

Sept. 7, 1926 

1,739,069 

Hasselbring, Jr. 

Dec. 10, 1929 

1,761,539 

Schwarze 

June 3, 1930 

1,771,866 

Stevenson et al. 

July 29, 1930 

1,788,713 

Good, et al. 

Jan. 13, 1931 

1,791,614 

Danner 

Feb. 10, 1931 

1,862,006 

Collins 

June 7, 1932 

1,924,229 

Davis 

Aug. 29, 1933 

1,978,523 

Davis 

Oct. 30, 1934 

1,980,355 

Prescott et al. 

Nov. 13, 1934 

2,017,074 

Prescott 

Oct. 15, 1935 

2,017,870 

Prescott 

Oct. 20, 1935 

1,978,524 

Davis 

Oct. 30, 1934 

2,085,734 

Blake 

July 6, 1937 

2,169,247 

Hill et al. 

Aug. 15, 1939 


any and all acts of defendant in connection with the manu¬ 
facture, use or sale of devices involved in this action were 
performed with right and authority and without violation 
or invasion of said purported right of plaintiff. 

39. Defendant avers that in the year 1932 it began the 
manufacture, use and sale of starter switches controlled 
by vacuum; that the manufacture, use and sale of said de¬ 
vices was carried on openly to the knowledge of the trade 
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and public in the United States continuously from in the 
year 1932 and are now being carried on; that, on informa¬ 
tion and belief, the manufacture, use and sale of said de- 
vices by defendant was with knowledge of plaintiff, that 
defendant expended large and increasing sums of money 
for equipment for the manufacture of said devices and in 
introducing, using and selling said devices, that no pre¬ 
vious action was instituted by plaintiff against defendant 
for the manufacture, use and sale of said devices by de¬ 
fendant and that said long inaction and delay of plaintiff 
in instituting this action constitutes laches which pre¬ 
cludes plaintiff from maintaining this action. 

40. Defendant avers that prior to the acquisition of 
any knowledge of Gilbert’s asserted invention by defend¬ 
ant, it had knowledge imparted to it by Douglas Collins 
(patentee of United States Letters Patent No. 1,862,006 
and applicant of application Serial No. 500,947, filed De¬ 
cember 8, 1930, and a party involved in Interference No. 
68,678) of the invention by him of a starting device in 
which the accelerator pedal is depressed to close the start¬ 
ing motor circuit when the engine is not in operation and 
in which the closing of the starting motor circuit is pre¬ 
vented when the accelerator pedal is being used to perform 
its usual function of controlling speed when said engine 
is in operation; and that thereafter, and prior to the date 
on which defendant first acquired knowledge of the said 
Gilbert’s asserted invention, it also acquired knowledge of 
the invention of Jesse S. Kauffman, applicant of applica¬ 
tion Serial No. 582,480 filed December 21, 1931; and of the 
inventions of John Good, applicant of application Serial 
No. 569,930 filed October 20, 1931 and patentee of letters 
patent Nos. 1,771,866, 1,788,713, 1,792,583, 1,887,238 and 
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Number 

Name 

Date 

1,079,725 

Rushmore 

Nov. 25, 1913 

1,130,675 

Mills 
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any and all acts of defendant in connection with the manu¬ 
facture, use or sale of devices involved in this action were 
performed with right and authority and without violation 
or invasion of said purported right of plaintiff. 

39. Defendant avers that in the year 1932 it began the 
manufacture, use and sale of starter switches controlled 
by vacuum; that the manufacture, use and sale of said de¬ 
vices was carried on openly to the knowledge of the trade 
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and public in the United States continuously from in the 
year 1932 and are now being carried on; that, on informa¬ 
tion and belief, the manufacture, use and sale of said de¬ 
vices by defendant was with knowledge of plaintiff, that 
defendant expended large and increasing sums of money 
for equipment for the manufacture of said devices and in 
introducing, using and selling said devices, that no pre¬ 
vious action was instituted by plaintiff against defendant 
for the manufacture, use and sale of said devices by de¬ 
fendant and that said long inaction and delay of plaintiff 
in instituting this action constitutes laches which pre¬ 
cludes plaintiff from maintaining this action. 

40. Defendant avers that prior to the acquisition of 
any knowledge of Gilbert’s asserted invention by defend¬ 
ant, it had knowledge imparted to it by Douglas Collins 
(patentee of United States Letters Patent No. 1,862,006 
and applicant of application Serial No. 500,947, filed De¬ 
cember 8, 1930, and a party involved in Interference No. 
68,678) of the invention by him of a starting device in 
which the accelerator pedal is depressed to close the start¬ 
ing motor circuit when the engine is not in operation and 
in which the closing of the starting motor circuit is pre¬ 
vented when the accelerator pedal is being used to perform 
its usual function of controlling speed when said engine 
is in operation; and that thereafter, and prior to the date 
on which defendant first acquired knowledge of the said 
Gilbert’s asserted invention, it also acquired knowledge of 
the invention of Jesse S. Kauffman, applicant of applica¬ 
tion Serial No. 582,480 filed December 21, 1931; and of the 
inventions of John Good, applicant of application Serial 
No. 569,930 filed October 20, 1931 and patentee of letters 
patent Nos. 1,771,866, 1,788,713, 1,792,583, 1,887,238 and 
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1,983,849 and defendant further avers that thereafter and 
before the disclosure of anything to defendant by said Gil¬ 
bert it proceeded with the development of starting de¬ 
vices embodying the features of the device disclosed to it 
by Collins as aforesaid, for the purpose of commercializing 
said starting devices, and that beginning in the year 1932 
it made and sold large quantities of said devices and that in 
the development of defendant’s business defendant’s em¬ 
ployees made, wholly independently of Gilbert ar.d without 
knowledge of his asserted invention, a large number of 
improvements and invention some of which have been made 
subject of patents and applications for patents and assign¬ 
ed to defendant; that certain of such applications have be¬ 
come involved in interferences with inventors not in the 
employ of defendant; that in the regular course of proce¬ 
dure in the Patent Office in connection with such interfer¬ 
ences defendant has become acquainted with the dates and 
other facts surrounding the making of such inventions by 
such other applicants; that in consequence thereof defend¬ 
ant has caused to be purchased, or has acquired licenses 
under, inventions and applications of such inventors not in 
its employ, in order to protect defendant’s large and grow¬ 
ing business, whenever there seemed to be anything of 
value in such inventors’ applications; that in the interfer¬ 
ence between defendant’s employee Dyer and Lachapelle, 
Gilbert and others, defendant acted upon the belief that 
because Gilbert failed to file a preliminary statement, he 
was unable to carry his date of invention substantially 
back of the date of filing his application, to wit, October 13, 
1931; that pursuant to such belief and in good faith de¬ 
fendant acquired the rights by license or purchase of 
other rival applicants and also has acquired similar rights 
in still other patents and applications for patents pertain- 
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ing to such development; that in good faith defendant has 
believed and now believes that others prior to the applicant 
Gilbert anticipated his asserted invention as set forth in 
paragraphs “36”, “37” and “38” hereof; and that Gil¬ 
bert is estopped by reason of delay and laches to assert his 
pretended rights at this time; and that Gilbert submitted 
nothing to defendant at any time which was useful or which 
was not already known to defendant and a matter of com¬ 
mon knowledge in the art. 

41. Defendant avers, on information and belief, that 
plaintiff is not the owner of any or all right in and to the 
purported invention of said application, Serial No. 568,572, 
that he is not a necessary or proper party plaintiff in in¬ 
terest in this action, and therefore, he is not entitled to 
maintain this action as the party plaintiff. 

42. Defendant avers, on information and belief, that in¬ 
stitution of this action by plaintiff against defendant for 
alleged wrongful use by defendant of the invention of the 
claim in issue in said Interference No. 68,678, despite the 
adjudication in said interference proceeding in favor of 
said Lachapelle and against the said Gilbert which is res 
ad judicata between the said party Gilbert and defendant, 
constitutes harassment and improper annoyance of defend¬ 
ant by plaintiff and imposes unwarranted expense upon de¬ 
fendant and that such acts and conduct of plaintiff consti¬ 
tutes unclean hands with respect to the subject of this ac¬ 
tion which precludes plaintiff from maintaining this action 
against defendant. 

WHEREFORE, this defendant denies that the plaintiff 
is entitled to the relief prayed for in the complaint or to any 




part thereof and it prays that the complaint herein be dis¬ 
missed with costs in this Court to be taxed. 


GENERAL MOTORS CORPORATION. 
By FREDERIC R, TWELVETREES, 
Attorney for Defendant, 

1918 Liberty Bank Building, 

Buffalo, New York. 

Frederic R. Twelvetrees, 

Attorney for Defendant, 

1918 Liberty Bank Building, 

Buffalo, New York. 

Drury W. Cooper, 

Allan C. Bakewell, 

Attorneys for Defendant, 

233 Broadway, 

New York, N. Y. 


Letter of March 8, 1932, Directed to Mr. John C. Frantz 
From Patent Department. 

March 8, 1932 


Mr. John C. Frantz 
Seneca Falls, N. Y. 

Dear Sir: 

Since writing you on March 2nd, I have observed that 
we received on February 12th, a copy of the specification of 
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Mr. Gilbert’s application which was sent to us direct by 
him. When I wrote you on March 2nd, I was not aware 
that this copy of the specification had come, as such copy 
was received during my absence in the East. I will look 
this over at my earliest convenience and advise you further. 

Before it can be determined whether or not we would be 
interested in Mr. Gilbert’s application, it will be neces¬ 
sary for us to know when such application was filed and 
when Mr. Gilbert invented the subject matter thereof. 
There is considerable activity in this field at the present 
time and I know of a number of applications which have 
been filed to cover devices more or less similar to that dis¬ 
closed in Mr. Gilbert’s application. In order to determine 
whether Mr. Gilbert’s application would be of any interest, 
we would have to know’ whether or not he developed his 
device prior or subsequent to other applications which we 
know to be on file. For this reason, I would be glad to have 
you advise me regarding this matter. 

Very truly yours, 


CVM/ED 


PATENT DEPARTMENT 
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Motion for Continuance; Granted and Continued for 
Trial June 2,1941, Luhring, J. 

(Filed Apr. 28, 1941.) 

UNITED STATES DISTRICT COURT. 

District of Columbia. 


Lewis W. Gilbert, 61 Mj Main 
Street, Limestone, N. Y., 

Plaintiff, 

vs. 

Joseph Frederick Lachapelle, 
Ralph G. Miller, Frederick 
Saxe, General Motors Cor¬ 
poration and the Commission¬ 
er of Patents, 

Defendants. 


Complaint in Equity 
Under Section 4915 R. S. 
Code Title 35, 

Section 63. 

Civil Case No. 5449. 


MOTION FOR CONTINUANCE. 

Now comes the party plaintiff, through his attorney, and 
moves that the above-entitled cause be continued until Sep¬ 
tember, 1941 for the reasons set forth in the attached affida¬ 
vit of Hugh J. O’Brien, which affidavit is to become part 
of the present motion. 


Respectfully, 

JAMES M. GRAVES, 
James M. Graves, 
Attorney for Plaintiff, 
Nat’l Press Bldg., 
Wash., D. C. 
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4/28/41. 

Granted and Continued for Trial, 
June 2—1941. 

Luhring, J. 


Affidavit of Hugh J. O’Brien. 

UNITED STATES DISTRICT COURT. 
District of Columbia. 


Lewis W. Gilbert, 61% Main 
Street, Limestone, N. Y., 

Plaintiff, 
vs. 

Joseph Frederick Lachapelle, 
Ralph G. Miller, Frederick 
Saxe, General Motors Cor¬ 
poration and the Commission¬ 
er of Patents, 

Defendants . 


Complaint in Equity 
Under Section 4915 R. 
Code Title 35. 

Section 63. 

Civil Case No. 5449. 


State of New York, 

County of Monroe. 

HUGH J. O’BRIEN, being duly sworn, says 

I reside in the City of Rochester, New York, and am at¬ 
torney and counselor at law r and have been for the past 
forty years. I am trial counsel for Werner, Harris and 
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Tew, who are counsel for Frank Keiper, solicitor of rec¬ 
ord for the plaintiff herein. They are also counsel for Mr. 
Keiper in another litigation in the United States District 
Court for the 'Western District of New York between Lewis 
W. Gilbert, plaintiff, and General Motors Corporation, de¬ 
fendant. 

That action was tried in January and February of this 
year (1941) at Rochester, New York before Hon. Harold 
P. Burke, United States District Judge for the Western 
District of New York, without a jury. 

At the close of the proofs, Judge Burke ordered briefs 
submitted. After the submission of plaintiff’s brief de¬ 
fendant served its brief, which was received and filed April 
15, 1941. Judge Burke allowed me, for the plaintiff, to file 
and serve a reply brief not later than April 29, 1941. Said 
brief will be filed within that time. 

I have no means of knowing how long Judge Burke will 
need to decide the case. The record consists of 900 type¬ 
written pages, plus 92 pages of depositions. There are 
also two sets of answers to plaintiff’s interrogatories, and 
requests for admission under Rule 30. There were also in¬ 
troduced in evidence 40 exhibits on behalf of the plaintiff 
and more than 200 on behalf of the defendant. A list of 
said exhibits is annexed. Judge Burke has to hold a stated 
term of Court at Rochester beginning on the second Tues¬ 
day in May, 1941 (May 13). This term usually lasts about 
four weeks, but sometimes lasts longer. I do not know, of 
course, how much work ahead of this case Judge Burke 
has before him, but if he cannot decide this case before 
May 13, 1941, it will of course have to wait until the May 
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term is over. He is usually very prompt in making his 
decisions. The issues in the case tried before Judge Burke 
are in many respects identical with those tendered in the 
above entitled action which is brought under R. S. 4915. 
Copies of the pleadings in the Rochester case are annexed. 
The feature in which the two cases have substantial iden¬ 
tity is the issue involving priority of invention under a cer¬ 
tain claim in interference in the United States Patent Office, 
being interference No. 68,678. 

Testimony on this issue was given in the Rochester case 
on both sides; the plaintiff claiming invention in 1927. 
Models of the plaintiff’s 1927 device, 1928 device and iden¬ 
tical devices of 1929 and 1930 were introduced in evidence 
as physical exhibits. These are now in the custody of the 
Court in the Rochester action, and are indispensable proof 
in the above entitled action. Without these the plaintiff 
cannot safely proceed to trial in the above entitled suit. 

On Monday, April 21, 1941, Judge Burke told me thal 
he would not release these exhibits until the case before 
him was decided. This was after I had explained to hint 
that they would be needed in the trial of the suit in the 
District of Columbia. The pendency of this suit and its 
nature appeared in the trial of the Rochester case before 
him. 


HUGH J. O’BRIEN. 
Hugh J. O'Bbiex. 

Sworn to before me this 
26 day of April, 1941. 

Sarah X. Roser, 

Notary Public. 

(Seal) 
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Motion to Postpone; Overruled May 29,1941, Luhring, J. 

(Filed May 29, 1941.) 

UNITED STATES DISTRICT COURT 
District of Columbia 


Overruled 
5/29/41 
Luhring, J. 
Civil Action 
No. 5449. 


MOTION TO POSTPONE. 

And now to wit May 29th, 1941 comes Louis W. Gilbert 
the above named plaintiff by James M. Graves, Esq. his 
counselor, and respectfully moves the Court to remove the 
above mentioned case from the active trial list and to post¬ 
pone the hearing thereof by the Court until after the final 
disposition of the case of Louis W. Gilbert v. General Mo¬ 
tors Corporation, being Civil Action No. 320 in the District 
Court of the United States for the Western District of New 
York, hearing upon which has been held by Hon. B. P. 
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Burke, United States District Judge, but final decision 
whereof has not been made by said Court and exhibits 
necessary to the trial of the within matter now in the cus¬ 
tody of said Court have not been released by said Court for 
use in the trial of the within matter all as more fully set 
forth in the affidavit of Hugh J. O’Brien, Esq. of counsel 
which is attached to and made a part of the present motion. 

JAMES M. GRAVES, 
JOHN D. MEYER, 
Attorneys for the Plaintiff , 
809 National Press Bldg., 
Washington, D. C. 


ORDER. 

And now to wit May , 1941, upon consideration of the 
within motion and of the affidavit attached thereto, and of 
the statements for counsel for both parties made in open 
court concerning the within motion, all of which together 
convinces the Court that justice will best be served and the 
business of the Court will be expedited by granting said 
motion, it is ordered and decreed: 

That the hearing of the within matter by this Court be 
and the same is hereby postponed until the further order of 
this Court and until the final disposition by the Trial Court 
of the suit of Louis W. Gilbert v. General Motors Corpora¬ 
tion in Civil Action No. 230 in the United States District 
Court for the Western District of New York. 
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Affidavit of Hugh J. O’Brien. 
UNITED STATES DISTRICT COURT 
District of Columbia. 


Plaintiff , 


Lewis W. Gilbert, 
against 

Joseph Frederick Lachapelle, 
Ralph G. Miller, Frederick 
Saxe, General Motors Cor¬ 
poration and the Commissioner 
of Patents, 

Defendants. 


Civil Action. 
No. 5449. 



State of New York, 

County of Monroe. 

HUGH J. O’BRIEN, being duly sworn, says: 

I am an attorney and counselor at law of the State of 
New York, duly admitted to practice in all the Courts of this 
State, and*am one of counsel for Frank Keiper, solicitor 
for the plaintiff, in the above entitled action, which was 
brought under R. S. 4915 to determine priority of invention 
as between the plaintiff and the several defendants and 
their assignee. It was begun in January of 1940. 

I am also of counsel for Mr. Keiper in an action brought 
by the above named plaintiff against General Motors Cor¬ 
poration in the United States District Court for the West- 
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ern District of New York. That action was begun in No¬ 
vember of 1939, and the issues were brought on for trial at 
Rochester, New York, before Hon. Harold P. Burke, United 
States District Judge, without a jury; the trial beginning 
on January 28th, 1941, and ending on February 6th, 1941, 
so far as the taking of testimony was concerned. The Court 
thereupon directed counsel to submit briefs. The last brief 
(plaintiff’s reply brief) was submitted to Judge Burke on 
April 29th, 1941. j 

The suit at Rochester was tried by myself, assisted by 
Hon. John D. Meyer of Pittsburgh, Pennsylvania, and Mr. 
Keiper. The defendant was represented by Mr. Frederic 
R. Twelvetrees, of Buffalo, New York, with Messrs. Drury 
W. Cooper and Allan C. Bakewell, both of New York City, 
of counsel. 

The pleadings in the Rochester action have, as I under¬ 
stand it, been heretofore submitted to this Court by Mr. 
James M. Graves of Washington, D. C., Mr. Keiper’s 
representative in the District of Columbia, on a motion to 
postpone or continue the trial of the above entitled action 
until the case tried at Rochester has been decided. I refer 
to them here for the purpose of showing their contents, 
and the issues raised there thereby. 

Prior to the trial of the Rochester case, the plaintiff 
served interrogatories in that action, asking, among other 
things, the claimed dates of invention of Joseph F. La- 
chapelle and Frederick Saxe, of the invention described in 
interference No. 68678 in the Patent Office. Defendant ob¬ 
jected to these interrogatories on the ground that these 
dates were involved in the above entitled action in the Dis¬ 
trict of Columbia, and were not material in the Western 
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New York case. These objections were overruled by Hon. 
John Knight, United States District Judge for the Western 
District of New York in August of 1940. The Judge direct¬ 
ed the parties to exchange Bills of Particulars on the same 
day, each setting up his claimed dates of conception, the 
plaintiff of his own, and the defendant of its two assignors 
above mentioned. This was done. 

At the opening of the trial of the case at Rochester, and 
when I attempted to offer in evidence proof of Gilbert’s 
first date of conception of the invention described in inter¬ 
ference No. 68678, Mr. Cooper, for the defendant, objected 
on the ground that it was not material to the issue, and 
was the subject of another action under R. S. 4915 between 
the parties in the District of Columbia. This was made 
twice, and resulted in a long discussion between Court and 
counsel. This discussion is too long to quote here, but I am 
sending the stenographer’s minutes (Vol. 1) of the trial be¬ 
fore Judge Burke to Mr. Meyer, so that he may present 
them to this Court on the argument of this motion, which 
is for a postponement of the trial of this case. 

Judge Burke overruled these objections. The plaintiff 
thereupon produced ten witnesses, besides himself, all of 
whom gave testimony under oath as to plaintiff’s date of 
invention, the different forms his inventions took, and his 
reduction to practice. Physical exhibits, some of them 
contemporaneous, were also introduced in evidence. These 
exhibits are now in the possession of Judge Burke, who in¬ 
formed last month that he would not surrender them until 
the case before him was decided. He said he might be 
quoted on that, before any Court or Judge. These exhibits 
are all absolutely necessary to the plaintiff on the trial of 
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the above entitled case, and he cannot safely proceed to 
trial without them. 

| 

I 

The defendant offered the testimony of John B. Dyer, one 
of plaintiff’s assignors, and of several witnesses, to cor¬ 
roborate his testimony as to his claimed date of invention, 
as well as a number of physical exhibits. These, also, are 
in the possession of Judge Burke. Defendant also offered 
the testimony of Joseph F. Lachapelle, and of two corrobo¬ 
rating witnesses, all to his claimed date of conception and 
invention. 

I 

The devices to which these several witnesses testified 
are the same as are covered by the respective claims of 
each of them joined in said interference No. 68678. 

Frederick Saxe was not sworn as a witness by the de¬ 
fendant, since it was obvious, from the record made in the 
Patent Office in the interference, that he could not establish 
priority over Lachapelle. However, his application No. 
579787 was introduced in evidence, together with an as¬ 
signment thereof to the General Motors Corporation. The 
application of Lachapelle, Serial No. 626240, was also in¬ 
troduced in evidence, as was also an assignment thereof to 
General Motors Corporation. 

There was thus squarely presented for decision the iden¬ 
tical issue which is presented by the pleadings in the above 
entitled suit; namely, which, as between Gilbert, Saxe, 
Lachapelle and Dyer, was the first inventor of the device 
covered by the issue of Interference 68678. There was 
other testimony, of course, relating to the alleged breach 
of a confidential relationship, but I do not believe that 
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Judge Burke can decide this case, especially in favor of the 
plaintiff, without determining this issue of priority. 

If he decides the whole issue in favor of the plaintiff, the 
trial of the present action may become unnecessary, since 
I believe that Judge Burke can grant full relief by declar¬ 
ing the inventions purchased by the defendant from La- 
chapelle, Dyer and Saxe to be held in trust for the plaintiff. 
He can decide in favor of defendant without passing on the 
issue of priority, but only, in my opinion, by determining 
that the claimed confidential disclosure was not in fact 
made. 

However, it is useless to speculate on what his decision 
will be. The case was bitterly fought on both sides. 

The action in the Western District of New York was 
begun in November of 1939. Various motions addressed 
to the pleadings were made therein by the defendant, and 
as a result thereof, no answer was served to the third 
amended complaint until March of 1940. Until such answer 
was received, it was impossible for the plaintiff to know 
what issues would be raised; that is., whether the defendant 
would concede plaintiff’s alleged priority of invention, and 
rely solely on a denial of the disclosure alleged to have been 
made in confidence, or vrould deny both, or would set up 
lack of novelty and anticipation as defenses. The answer 
placed all three in issue, and proof was tendered at the 
trial in all three. 

In the meantime, however, the plaintiff had to begin this 
action under R. S. 4915 in January of 1940, in order to come 
within the short statute of limitations therein contained. 

After the trial of the case here, I made an arrangement 
with Cooper, Kerr and Dunham, defendant’s attorneys, 
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to postpone the trial of the above entitled action until 
Judge Burke should have decided the case tried here. This 
agreement was arrived at because of the identity of issues, 
and the apparent futility of trying them out twice in differ¬ 
ent tribunals. It is evidenced by a letter from Mr. Allan C. 
Bakewell, one of the firm of Cooper, Kerr and Dunham; 
which letter, in full, is as follows: 

“Law Offices of 

COOPER, KERR AND DUNHAM 
Woolworth Building 
233 Broadway, New York 

March 18, 1941. 

“Hugh J. O’Brien, Esq. 

610 Union Trust Building, 

Rochester, New York. 

Gilbert Case—Washington 
Dear Mr. O’Brien: 

Thank you for your letter of March 14. I agree 
with you that the best procedure is at least to postpone 
the trial of the Washington case until after the decision 
of the District Court in the Rochester proceeding. 
After that we can all see what seems to us to be best 
to do about the Washington case. 

Yours very truly, 

L. (Signed) ALLAN BAKEWELL 

ALLAN C. BAKEWELL.” 


Mr. Bakewell assured me over the long distance telephone 
that his firm would cooperate with us in an endeavor to 
have the present case postponed as indicated in his letter. 
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He is a lawyer of the highest reputation and standing, and 
I had no reason to doubt his word. I did not doubt it; and 
do not doubt it now. 


SUMMARIZED. 

1. This case can not be fairly and fully tried without 
the presence of the exhibits now in the custody of Judge 
Burke. 

2. Judge Burke will not release these until he had de¬ 
cided the case before him. 

3. That decision may, and probably will, determine all 
the issues presented in the case at bar. 

4. Both parties have agreed herein for a continuance 
of this case until such decision is rendered. 

For this reason, this affidavit is made in support of a 
motion to postpone the trial of the above entitled action 
until Judge Burke’s decision is rendered. 

HUGH J. O’BRIEN. 


Sworn to before me this 
26 day of May, 1941. 
Sarah N. Roser, 
Notary Public. 

(Seal) 


» 
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Order of Dismissal. 

IN THE 

DISTRICT COURT OF THE UNITED STATES 
fob the District of Columbia. 


Lewis W. Gilbert, 6 IV 2 Main 
Street, Limestone, New York, 

Plaintiff , 
vs. 

Joseph Frederick Lachapelle, 
Ralph G. Miller, Frederick 
Saxe, General Motors Corpo¬ 
ration, and the Commissioner 
of Patents, 

Defendants. 


Civil Action #5449 


It appearing that, upon motion of the Commissioner of 
Patents the complaint herein was dismissed as to him on 
February 28, 1940; 

NOW THEREFORE, upon motion of the defendants, 
Joseph Frederick Lachapelle, Ralph G. Miller, Frederick 
Saxe and General Motors Corporation, to dismiss the above 
entitled cause and it appearing to the Court that the 
plaintiff by his attorneys appeared before the Court on 
April 21, 1941; on April 28, 1941; and on May 29, 1941 
and moved for a continuance of the above entitled cause to 
the fall term of this Court, and it further appearing that 
the Court denied the motion ii* all three instances; and it 
further appearing that the Court on April 28, 1941 set the 
above entitled cause for trial on June 2, 1941; and it fur¬ 
ther appearing that the cause was regularly called for 
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hearing and the plaintiff, by his counsel stated that he was 
not ready to prosecute the trial of the above entitled cause 
on June 2, 1941 pursuant to the Order of this Court, and 
it further appearing that the plaintiff presented no rea¬ 
sonable excuse for the failure to prosecute this cause, it is 
by the Court this 2nd day of June, 1941. 

ORDERED, that the said cause of action be and the same 
is hereby dismissed with reasonable costs to be taxed 
against plaintiff. 


JENNINGS BAILEY, 
Justice. 


Notice of Appeal. 


DISTRICT COURT OF THE UNITED STATES 
District of Columbia. 


Lewis W. Gilbert, 1 


Plaintiff , 


against 

Joseph Frederick Lachapelle, 
Ralph G. Miller, Frederick 
Saxe, General Motors Corpo¬ 
ration, and the Commissioner 
of Patents, 




Defendants. J 


Civil Action No. 5449 


NOTICE IS HEREBY GIVEN that Lewis W. Gilbert, 
plaintiff above named, hereby appeals to the United States 
Court of Appeals for the District of Columbia from an or¬ 
der granted and entered herein on June 2nd, 1941, dis- 
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missing the complaint, and upon said appeal will bring 
up for review the order made herein on April 28th, 1941, 
and the order made herein on May 29th, 1941, both deny¬ 
ing plaintiff’s application for a postponement of the trial 
of this action. 

And NOTICE IS HEREBY FURTHER GIVEN that 
plaintiff, Lewis W. Gilbert, hereby appeals to the United 
States Court of Appeals for the District of Columbia from 
the order made and entered herein on the 29th day of May, 
1941, denying plaintiff’s motion for a postponement of the 
trial of this action. 

Dated: June 25th, 1941. 

FRANK KEEPER, 

Fbajtk Keeper, 

Attorney for Plaintiff-Appellant, 
Elwood Building, 

Rochester, New York. 

JAMES M. GRAVES, 

Attorney for Plaintiff-Appellant, 
National Press Building, 
Washington, D. C. 

To: 

A. K. Shipe, 

Attorney for Defendants, 

Transportation Building, 

Washington, D. C. 

Drury W. Cooper, 

Allan C. Bakewell, 

Attorneys for Defendants, 

233 Broadway, 

New York City 


The Clerk of the United States District Court 
for the District of Columbia. 
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IN THE 


United States Court of Appeals 

for the District of Columbia 


October Term, 1941. 


LEWIS W. GILBERT, Appellant 
against 

JOSEPH FREDERICK LACHAPELLE, RALPH G. 
MILLER, FREDERICK SAXE, GENERAL MOTORS 
CORPORATION, and the COMMISSIONER OF PAT¬ 
ENTS, Defendants. 


Appeal from an Order of the District Court of the United 
States for the District of Columbia Dismissing 
the Complaint Under R. S. 4915. 


BRIEF FOR APPELLANT. 


Note. 

References are to the pages of the Appendix, separately 
printed. I 


Jurisdictional Statement. 

This is an appeal by the plaintiff from two orders of the 
District Court of the District of Columbia; (a) one mad^ 
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May 29th, 1941 overruling plaintiff’s motion to postpone 
the trial of the case until after the decision of a case 
pending (tried but not decided) before the United States 
District Court for the Western District of New York, in¬ 
volving the same issues between the same parties (Appel¬ 
lant’s Appendix, p. 58) and (b) dismissing the complaint 
(June 2nd, 1941; App. 67) for lack of prosecution. 

This is a suit under R. S. 4915 (44 Stat. 1394 35 U. S. C. 
72 a) to obtain a patent. The complaint (Appellant’s App. 
pp. 1, 2, paragraph 2) contains the necessary allegations of 
diversity of citizenship. It alleges, in effect, that plain¬ 
tiff was the first inventor of a certain device and applied 
on October 13th, 1931 for a patent thereon (ibid 3); that 
subsequently the defendants, Saxe and Lachapelle, and 
one Dyer, assignor to the defendant, General Motors Cor¬ 
poration, also filed applications. That an interference was 
declared (ibid 4, paragraph 7); that the issue of the inter¬ 
ference was decided in favor of Lachapelle on July 27th, 
1939; and that plaintiff brought this suit. The relief asked 
is the award of a patent to the plaintiff. 

The answer of the defendants (Appellant’s App. 9, et 
seq.) denies plaintiff’s claim of priority, alleges laches and 
abandonment, and sets up that it is the owner of the appli¬ 
cations of Dyer, Saxe and Lachapelle. The affidavits sub¬ 
mitted before the District Court begin respectively at pages 
55 and 60 of Appellant’s Appendix. These show that prior 
to the beginning of this suit, an action was begun in the 
United States District Court for the Western District of 
New York by this same plaintiff against General Motors 
Corporation; which suit was based upon an alleged dis¬ 
closure by plaintiff to the General Motors Corporation 
in 1931 of his unpatented invention (the one described in 
the interference), and its appropriation and use by the 


defendant. That the issues in that action had been tried 
before Hon. Harold P. Burke, United States District Judge 
in January and February of 1941; that the case was finally 
submitted to him on briefs on April 29th, 1941, and had 
not been decided. 

These affidavits further go on to show that to a certain 
extent, the issues in the two suits were identical; both 
involving the question of priority of invention, and that a 
decision in that action might, and probably would, deter¬ 
mine all the issues in the case at bar (Appellant’s App. 68). 
The pleadings in the case before Judge Burke were attached 
(ibid 21, et seq .; 34, et seq.) and it was shown that defend¬ 
ant’s counsel made no objection to a continuance of the pres¬ 
ent case until the earlier case had been decided (App. 65). 
On this, and on the further allegations that the exhibits 
in the first case were in the possession of the Court at 
Rochester, New York, and would not be released until that 
case was decided, the District Court was asked to continue 
this case until a decision was obtained from Judge Burke. 

The first application was granted in part (App. 54) and 
the case continued until June 2nd, 1941. On May 29th, 
1941, a second application was made and denied (App. 58). 
(The “order” on page 59 was a proposed order, which was 
refused). On June 2, 1941, the case was called for trial 
and dismissed for failure to prosecute (App. 67,68). Plain¬ 
tiff appealed to this Court (App. 68). While the granting 
or refusing of a continuance is largely discretionary, still 
an abuse of discretion presents a question of law, and is 
appealable to this Court. 

Statement of Case. 

The foregoing jurisdictional statement contains most of 
the facts. It may be pointed out that while the last motion 
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was resisted, defendants offered no answering affidavits, 
and the statements contained in the O’Brien affidavit, ex¬ 
cepting his legal conclusions, must be assumed to be true. 
Although it might not have been necessary, in the case 
before Judge Burke, for the plaintiff to prove priority of 
invention, nevertheless there is respectable authority for 
believing that it was necessary (Smoley v. New Jersey Zinc 
Co., 106 Fed. (2d) 314). And this belief apparently was 
shared by the two District Judges for the Western District 
of New York (App. 61, 62). Much proof was offered on 
that issue by both sides and many exhibits introduced. 
These will be necessary in the trial of the present suit. The 
pleadings in both actions are set forth in the appendix, and 
the Court can perceive therefrom, that while the form of 
relief asked is different (since the District Court in New 
York State has not been asked to award a patent), the 
issue of priority is exactly the same. 

Rules Involved. 

Rule 16 of the District Court of the District of Columbia, 
so far as material, is as follows: 

“1. An application for a continuance shall be by 
motion supported by sufficient affidavit disclosing the 
grounds therefor, unless such affidavit be waived by 
opposing counsel. In order to be entertained such 
motion and affidavit shall be filed as long before the 
calling of the cause for trial, as reasonable diligence 
requires. ’ ’ 

“3. All continuances shall be in the sound discretion 
of the court, and shall be at the cost of the applicant 
unless otherwise ordered.” 

Rule 23, paragraph 7, is as follows: 

“7. Cases on the ready and trial calendars may be 
postponed on the following conditions: 

(a) Upon written consent of counsel of all parties 
filed with the assignment commissioner before two 
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o’clock p. m. of the day before the case would appear 
upon the daily assignment; and in cases which may be 
placed upon a daily assignment for the first trial day 
of the week such written consent must be filed before 
two o’clock p. m. of the preceding Friday. 

(b) Postponements, by stipulation, to the number 
of three only in any one year will be allowed except 
for good cause shown. 

(c) If counsel do not consent to a postponement of 
a case on the ready or trial calendars the case shall 
proceed to trial in the regular course unless postponed 
on motion submitted to an assignment Justice not later 
than twelve o’clock noon on the day before that upon 
which the case will appear on the daily assignment. 
The action of the court upon the motion shall be gov¬ 
erned by the provisions of Rule 16.” 

Statement of Points on Appeal. 

I 

1. The District Court had authority to grant the relief 
asked. 

2. The case made by the plaintiff would seem to entitle 
him to a favorable exercise of the Court’s discretion. 

3. Under the circumstances, the denial of that exercise 
constitutes legal error. 

Summary of Argument. 

1. The District Court had the power, in its discretion, 
to grant plaintiff’s motion to postpone. 

2. Identity of Issues in actions pending in Courts of 

I 

coordinate jurisdiction seem to call for the favorable exer¬ 
cise of that power. 

I 

3. Since the plaintiff’s good faith has not been chal¬ 
lenged, and there is no reason to accuse him of dilatory 


I 
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tactics, the ordinary comity existing between Courts of 
Justice would seem to demand that the Court last obtain¬ 
ing jurisdiction of the parties and the subject matter should 
defer its adjudication until the Court first obtaining juris¬ 
diction has made and announced its determination. 

Argument. 

The first action was begun in November of 1939 (App. 
64). Various motions addressed to the complaint were 
made, and the answer was not served until March of 1940. 
In the meantime, it was necessary for the plaintiff, in view 
of the short statute of limitations, to begin this action, 
if he were to bring it at all. At that time, he had no knowl¬ 
edge that the General Motors Corporation had purchased 
the Saxe and Lachapelle applications (although he knew 
of Dyer, the General Motors employee), and did not obtain 
such knowledge until the answer was served in the present 
action on February 27th, 1940 (App. 20). 

It would seem useless to try both actions at once, and so 
the parties agreed that the present action should await 
(but not abide) the result of the first. This was in March, 
1941 (App. 65), after the action before Judge Burke had 
been tried, but before it had been finally submitted. 

Although the application to postpone, made on May 
29th, 1941, was opposed by defense counsel, and was ac¬ 
cordingly overruled by Judge Luhring, we can see no valid 
reason, in the face of counsel’s letter of March 18th, 1941, 
why it should or could be fairly opposed. The circum¬ 
stances of the parties had not changed. No harm could come 
from delay, and ordinary respect for the District Court 
of the United States for the Western District of New York 
impelled acquiescence, not opposition. The defense coun- 
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sel used Judge Luhring to obtain an unfair advantage, since 
they knew that the exhibits in Rochester could not be re¬ 
leased, and they knew, above all, that the issues presented 
were identical. 

In characterizing Judge Luhring’s action as an abuse of 
discretion, we mean no reflection on his fairness. He was 
undoubtedly either deceived or misled, and the fault does 
not lie at his door. 

We are quite aware of the duty of the Courts to dis¬ 
courage delinquent and dilatory suitors. Others are clam¬ 
oring to be heard, and the orderly administration of jus¬ 
tice requires that cases be ready when reached. 

But, the circumstances here were, in a high degree, un¬ 
usual. The same rule which required the plaintiff to be 
ready in Washington required him to be ready in Roches¬ 
ter, and to be ready there first. And he was ready, tried 
his case, and submitted it. It would be the gravest disre¬ 
spect to Judge Burke to take the exhibits out of his hands 
(even if he could do so) and present the same evidence to 
another tribunal in the hope of obtaining a speedier or 
more favorable determination. From this disrespect the 
plaintiff refrained; and the defendant did not. 

There is no question about the power of the District 
Court to grant the postponement. 

The identity of issues is clearly shown by the pleadings 
in both actions. Both allege priority of invention. In the 
case before Judge Burke, plaintiff believes he has proved 
such priority. Does the defendant believe the contrary? 
If it does, why should it not have been content to await its 
victory before Judge Burke? 
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It is an ordinary rule of comity between Courts of co¬ 
ordinate jurisdiction that where one takes jurisdiction of 
the subject matter and of the parties, the other awaits the 
determination of the first. The issues were here identical. 
So were the parties, for although Lachapelle, Miller and 
Saxe are named as defendants, the answer discloses that 
they had assigned their interest to General Motors (par. 
14, App. 14). 

There is no suggestion here that plaintiff has been guilty 
of dilatory tactics, or has not acted in good faith throughout. 
The letter at page 65, not contradicted, withdrawn or ex¬ 
plained, is ample proof to the contrary. 

The record presents a case of sharp practice, of using 
the District Court to obtain an unfair advantage, even at 
the expense of counsel’s given word and expressed desire. 
We have no law to quote as to the duty of this Court. All 
the case calls for is the exercise of an ordinary sense of 
fair play. 


Conclusion. 

The orders appealed from should be reversed, the order 
of dismissal vacated, and the plaintiff afforded an oppor¬ 
tunity to try his case. 

Respectfully submitted, 

JAMES M. GRAVES, 
GEORGE H. HARRIS, 
FRANK KEIPER, 

HUGH J. O’BRIEN, 

JOHN D. MEYER, 

Counsel for Appellant. 


Hugh J. O’Brien, 
Of Counsel. 
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IN THE 


UNITED STATES COURT OF APPEALS 

FOR THE DISTRICT OF COLUMBIA 


October Term 1941 


Lewis W. Gilbert, 

Appellant, 


vs. 


Joseph Frederick LaCiiapelle, Ralph G. 
Miller, Frederick Saxe and General 
Motors Corporation, 

Appellees. 


BRIEF AND APPENDIX FOR APPELLEES 
Jurisdictional Statement 

This suit was brought in the District Court of the 
United States for the District of Columbia under R. S. 
$ 4915 (as amended 44 Stat. 1336—35 U. S. C. A. 63) and 
the Act of March 3, 1927, c. 364; 44 Stat. 1394 as amended 
June 25, 1936, c. 805; 49 Stat. 1921 (35 U. S. C. A. 72a). 
It sought the grant of a patent. The complaint, as filed, 
named the Commissioner of Patents as one of the defend¬ 
ants but it was dismissed as to him, on consent, February 
28, 1940. 
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This is an appeal, dated June 25, 1941, by plaintiff from 
an order entered by the District Court on June 2, 1941 
(Appellant’s App. 67) dismissing the complaint for failure 
to prosecute this cause. 

Appellant’s brief (p. 1) also refers to another order of 
the Court below, entered May 29, 1941 (Appellant’s App. 
58), overruling appellant’s motion to postpone the trial. 
The fact is that no appeal was taken from the order of 
May 29, 1941, but the order is mentioned in the Notice of 
Appeal from the order of dismissal. An order entered one 
month earlier, April 28,1941, granting a continuance of the 
trial to June 2, 1941, is also mentioned in the Notice of 
Appeal (Appellant’s App. 68-69): 

“• • • and upon said appeal will bring up for review 
the order made herein on April 28th, 1941, and the 
order made herein on May 29th, 1941, both denying 
plaintiff’s application for a postponement of the trial 
of this action.” 

The orders of April 28, 1941 and May 29, 1941 are not 
appealable orders, we believe. 

Statement of the Case. 

This suit was brought under Section 4915 of the Revised 
Statutes (35 U. S. C. A. 63 as amended) to obtain a patent 
after adverse decisions by the tribunals of the Patent 
Office. 

The background for this litigation is the denial by the 
Patent Office of appellant’s several petitions for leave to 
file a preliminary statement of dates regarding his patent 
application, Serial No. 568,572, after he had an opportunity 
to learn the dates of the other interfering parties in Inter¬ 
ference No. 68,678. We shall summarize the proceedings 
in the Patent Office. 



3 


This is not the usual case in which the Court is asked 
to determine whether the plaintiff in a suit under Revised 
Statutes Sec. 4915 should have been awarded priority on 
his record. Plaintiff in this case, though at all times 
represented by an attorney (Mr. Kieper, who is on ap¬ 
pellant’s brief), disregarded the Rules of the Patent Office 
and neglected to file a preliminary statement under 
Rule 110 (Appellant’s App. 15) as requested by the Patent 
Office letter dated March 18, 1935. 

Rule 115 of the Patent Office provides that by failure to 
file a preliminary statement applicant is restricted to his 
date of filing application. It has long been recognized by 
this Court that the Rules of the Patent Office shall control 
the procedure in that Office. 

Accordingly the Patent Office refused appellant’s many 
applications to reopen the interference—after a default of 
three years—to allow him to take testimony in disregard 
of Rule 115, years after the other interferants had com¬ 
plied with Rule 110 and had already completed all of their 
proofs. 

The interference which preceded the case at bar was 
declared March 18, 1935 (Appellant’s App. 4, 11), and date 
set for filing of preliminary statement in accordance with 
Rule 110 (Appellant’s App. 15) of the Patent Office. Appel¬ 
lant did not file a statement on the date required and took 
no action whatsoever in the interference until three years 
later (Appellant’s App. 5, 11-12). 

Appellant then on March 16, 1938 filed a motion with the 
Examiner of Interferences asking that the interference be 
reopened to permit him to file a preliminary statement and 
take testimonv-in-chief in an endeavor to establish a date 
earlier than his record filing dated of October 13, 1931. 
The motion was denied on the ground that appellant’s 
negligence disentitled him to the relief sought. 

The motion was again renewed before the Examiner and 
again denied April 26, 1938 (Appellant’s App. 12). There- 
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after appellant filed three separate petitions to the Com¬ 
missioner of Patents (Appellant’s App. 12) and each was 
denied because of his negligence. 

Appellant was restricted to the filing date of his applica¬ 
tion, October 13, 1931, and priority was awarded in the 
Interference to Joseph Frederick LaChapelle on the date 
established by his proofs. 

Thereafter this suit was filed in the District Court of 
the United States for the District of Columbia on January 
16, 1940. Answer was filed February 27, 1940. 

Appellant’s brief (p. 3) mentions only two motions by 
appellant for continuance prior to that made at the trial 
before Justice Bailey on June 2, 1941. The fact is that 
there were three prior motions presented before Justice 
Luhring—April 21, 1941, April 28, 1941 and May 29, 1941 
—all are noted in the order of dismissal (Appellant’s 
App. 67). 

On April 15, 1941, the case was assigned for trial on 
April 21, 1941. On that day an oral motion for postpone¬ 
ment was made in open court and was presented by Mr. 
Graves for appellant. No formal motion papers or affi¬ 
davits were presented. Mr. Shipe, representing appellees, 
did not oppose the motion for postponement. Appellant’s 
brief does not mention this first motion of April 21, 1941. 
Justice Luhring was fully informed of all the pertinent 
facts and, upon consideration, granted the appellant until 
May 1, 1941 within which to file a written motion and 
supporting affidavit. 

On April 2S, 1941, appellant again moved for a further 
continuance and filed a written motion and supporting- 
affidavit (Appellant’s App. 54-57). Appellees did not 
oppose this motion. Justice Luhring again granted the 
motion in part and specifically assigned this case for trial 
on June 2, 1941. 

Thus by the several motions appellant was given more 
than forty days after the original assignment within which 
to prepare for trial. 
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Notwithstanding the fact that Justice Luhring had spe¬ 
cifically set the case for trial on June 2, 1941, appellant 
presented a third motion for postponement on May 29, 
1941. Appellees, complying with the order of the Court, 
were prepared and ready for trial. Even with this situa¬ 
tion, Justice Luhring gave appellant every opportunity to 
present the motion fully and determined that there were 
no facts upon which appellant could reasonably base this 
application for a further continuance. Accordingly the 
motion was denied (Appellant’s App. 58).* 

Thereupon, Mr. Meyer, attorney for appellant stated to 
the Court that he would not appear on June 2, 1941 to try 
the case. 

On June 2, 1941, appellees appeared in Court at the call 
of the case for trial before Justice Bailey. Their witnesses 
were assembled and counsel ready for trial. Appellant, 
through Mr. Graves, announced that appellant’s trial 
counsel were not present and that appellant w T as not ready 
to try the case. Appellant then moved for a further post¬ 
ponement. The motion was fully argued before the Court 
and all the facts and circumstances of the prior applica¬ 
tions for postponement explained to him. Upon being ad¬ 
vised of these matters, Justice Bailey found that there was 
no reasonable excuse for failure of appellant to prosecute 
the case on June 2nd and denied the application for further 
postponement and signed the order from which this appeal 
is taken (Appellant’s App. 67). 


* The form of order appearing on page 59 of Appellant’s Appendix was 
not entered. 
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Rules Involved 

Rules of Civil Procedure for the District Courts 
of the United States. 

“Rule 83—Rules by District Courts. Each district 
court by action of a majority of the judges thereof 
may from time to time make and amend rules govern¬ 
ing its practice not inconsistent with these rules. Copies 
of rules and amendments so made by any district court 
shall upon their promulgation be furnished to the 
Supreme Court of the United States. In all cases not 
provided for by rule, the district courts may regulate 
their practice in any manner not inconsistent with 
these rules.” 

Simplified Rules of Procedure in Civil Practice in the 
United States District Court for the District of 
Columbia—Effective September 16, 1938. 

Rule 16 

“1. An application for a continuance shall be by 
motion supported by sufficient affidavit disclosing the 
grounds therefor, unless such affidavit be waived by 
opposing counsel. In order to be entertained such 
motion and affidavit shall be filed as long before the 
calling of the cause for trial, as reasonable diligence 
requires. 

“2. If the application be because of the absence 
of a witness, the affidavit shall set forth what material 
matter such witness is expected to testify to; and if 
the adverse party admits that such witness if present 
would so testify, the court may proceed with the trial, 
requiring such admission therein. 

“3. All continuances shall be in the sound discre¬ 
tion of the court, and shall be at the cost of the appli¬ 
cant unless otherwise ordered.” 
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Rule 25 

“2. Plaintiff .—If the plaintiff fail to appear when 
the action is called for trial, the defendant may have 
the plaintiff called and the suit dismissed, or may 
have a trial.” 

“4. Nothing in this rule contained shall be con¬ 
strued as a limitation of the power or jurisdiction of 
the court in respect of the disposition of causes pend¬ 
ing before it.” 

Summary of Argument 

1. The District Court has the inherent right to conduct 
its business in an orderly manner and in its sound discre¬ 
tion to dismiss a case for failure of a plaintiff to prosecute 
and comply with its orders after a fair hearing on a mo¬ 
tion for continuance of a trial. 

2. The Rules of the District Court providing for the 
grant of a continuance and dismissal for failure to prose¬ 
cute a case are within the power of that Court. 

3. The District Court, in accordance with the Rules of 
that Court, exercised a sound discretion in this case in 
refusing a further continuance after June 2, 1941 and in 
ordering a dismissal for failure of plaintiff-appellant to 
prosecute the case on the day set for trial. 

Argument 

The primary question on this appeal is whether the 
Court below abused its discretion in entering the order of 
June 2, 1941 (Appellant’s App. 67) after denial of the 
fourth motion for continuance. 

Appellant’s brief attempts to make it appear that the 
alleged abuse of discretion by the Court below was caused 
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by defense attorneys who “deceived or misled” the Court 
and obtained “an unfair advantage” (p. 7). Nothing 
could be further from the truth than these assertions— 
which constitute, we think scandal and impertinence. The 
record demonstrates that the true facts were completely 
placed before the Court and, with full knowledge of the 
circumstances, it exercised sound discretion in the matter. 

Appellant argues that the Court below should have con¬ 
tinued the trial of this case until after final decision in a 
different suit filed by him against General Motors Cor¬ 
poration, the corporate defendant here. In view of the 
position taken by appellant we deem it proper to advise 
the Court of the facts relating to that case. It is referred 
to as the “Rochester” case. 

The pleadings in the Rochester case are printed in 
Appendix to Appellant’s brief (pp. 21-52); they were sub¬ 
mitted to Justice Luhring and Justice Bailey on appel¬ 
lant’s several motions for postponement of the trial. The 
suit did not involve any Statute of the United States and 
was brought in the Federal Court by reason of diversity 
of citizenship between appellant and General Motors Cor¬ 
poration. Appellant there sought to hold appellee ac¬ 
countable for the alleged appropriation and use of one of 
his switches which was said to have been submitted by 
appellant to appellee in confidence in 1931 and 1932. It 
was alleged that the switch in question is the same as that 
shown in Gilbert’s patent application Serial No. 568,572 
involved in the Interference out of which the instant case 
arose. 

The trial of the Rochester case was held in the winter 
and early spring of 1941 and was submitted on briefs on 
May 2, 1941. Judge Burke handed down his decision on 
September 23, 1941 (since appellant’s brief was filed) and 
judgment dismissing the complaint was entered October 
14, 1941. The decision is not yet reported but is printed 
in the Appendix at the end of this brief. 
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Shortly after the trial of the Eochester case was com¬ 
pleted and before it was submitted, appellees’ attorneys 
agreed with Mr. O’Brien, one of appellant’s attorneys, 
that he might ask the Court to postpone the trial of the 
instant case and as a sequence to that conversation, wrote 
the letter of March 18, 1941 which is quoted at page 65 of 
the Appendix to appellant’s brief. 

Appellees acted in entire good faith in regard to the 
several applications of appellant for postponement. They 
did not at any time repudiate the letter of March 18th, 
but felt that the matter was entirely outside their control 
after the Court had subsequently heard four applications 
for postponement and three times had postponed the trial, 
specifically setting it for June 2, 1941. 

A charge of abuse of discretion by the Court can not be 
based upon any understanding or agreement made between 
attorneys representing the parties. Such agreements are 
not binding on the Court and can not interfere with the 
orderly conduct of its business. 

Virginia Beach Bus Line v. Campbell , C. C. A. 4, 73 Fed. 
[2d] 97, 100, 101: 

“We do not feel that, under the circumstances here, 
it can properly be said that there was an abuse of dis¬ 
cretion on the part of the District Judge in refusing 
a continuance. * * * 

“It is true that the letter of counsel for plaintiff of 
March 9th suggested a continuance of the case until 
the September term, and that the case was continued 
by consent of counsel under this suggestion; but the 
court was not a party to the agreement and was not 
bound by it in any way, and after he had called the 
special term and directed the parties to prepare for 
trial, and had thus caused plaintiff to incur trouble 
and expense in preparation, it was a matter resting in 
his sound discretion as to whether he should continue 
the case because of the agreement of counsel. It was 
stated on the argument before us that the judge said 
he would continue the case if plaintiff’s counsel would 
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agree. The record, by which we must be governed 
in deciding whether or not the judge abused his discre¬ 
tion, contains nothing with regard to this; and even if 
this were shown by the record, we do not think that it 
would establish abuse of discretion. The judge in 
refusing to continue the case may have been influenced 
by the fact that the plaintiff, because of his order, had 
gone to the expense of preparing for trial, and may 
have been unwilling for that reason to order a con¬ 
tinuance over plaintiff’s objection, but willing to grant 
the continuance on defendant’s motion if plaintiff were 
willing to consent. There was no abuse of discretion 
by the trial judge, and no reversible error in the trial.” 


In the affidavits of Mr. O'Brien filed in support of the 
motions for continuance of the trial (Appellant’s App. 
5o, GO), he asserts the pertinency of the Rochester case and 
claims an identity of the issues involved and states as a 
reason for postponement of the trial that the exhibits 
which would be used in a trial of the instant case were 
before Judge Burke and not available. 

On the matter of exhibits, Justice Luhring was fully 
informed on April 28, 1941 in regard to this matter and 
the fact that both parties had copies of all of the paper 
exhibits (and no point had been raised about the authen¬ 
ticity of any of the originals). Appellees had already 
offered to give to appellant photographs of ail of the 
physical exhibits, both those of appellant and those of 
appellees, for use at the trial. The matter of the exhibits 
therefore was not a critical one and Justice Luhring so 
recognized it. 

In Bradshaw v. Staff . 7 App. D. C. 27G, 281, 282, this 
Court said: 


“But without regard to any other consideration, it 
was the defendants’ duty to support their motion [for 
continuaneel bv an affidavit setting out substantiallv 
the particular facts to which the absent party would 
testify, if given the opportunity so that the court, to 
whom the motion was addressed, might be fully advised 
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with regard to their materiality and competency. To 
state merely as was done, that testimony ‘is material, 
proper and competent,’ is not sufficient. Whether 
testimony is material, proper and competent, is for 
the judgment of the court, and not of the parties and 
their counsel. 

“The court might well have overruled the motion 
on account of this defect in the affidavit; but instead 
of doing so, it offered the opportunity to defendant’s 
counsel, to state orally what facts he expected his 
absent client would be able to testify to. The reply 
to the question propounded by the Court was, that 
counsel was unable to make a statement. Consider¬ 
ing the action of the court as before us for review, we 
would set a very dangerous precedent were we to hold 
that a case ought to be continued upon such a showing 
as was made in this case.” 


Identity of the issues in the two cases is also asserted 
in appellant's brief (pp. l!, 3, 3, 7, 8) and the applicability 
of a rule of comity claimed (p. 8). Appellees have never 
subscribed to the claimed identity of the issues and know 
of no rule of comity in circumstances such as those here 
p resent. 

It is of course true that some of the issues in each case 
arise from facts common to both cases, but otherwise the 
fundamental differences in the nature of the cases and the 
variance in the prayers for relief prevent identity of the 
issues. 


While appellees do not believe that the question is of 
importance on this appeal, Judge Burke's decision and the 
Judgment entered in the Rochester case would make any 
issues there determined res judicata in this case. This 
would include, for example, several findings of fact which 
might well be held dispositive of Gilbert's assertion of 
novelty and patentability. The assertions of appellant’s 
brief were made before the Rochester decision and might 
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not have been so broadly stated had the tiliii.ix of the brief 
come after the entry of the Rochester judgment dismissing 
that complaint. 

Every opportunity was afforded to appellant at the 
presentation of his four motions for continuance, to demon¬ 
strate an adequate reason for postponing the trial after 
June 2, 1941. Mr. Graves, representing the plaintiff and 
Mr. Sliipe, representing the defendants were in Court on 
each of these occasions. Xo adequate reason for further 
postponement was presented. Justice Luhring and Justice 
Bailey were fully informed and there was no abuse of 
discretion in the denial by Justice Bailey of a continuance 
beyond June 2, 1941. The order appealed from was 
entered in accordance with the exercise of a sound discre¬ 
tion by the Court below and was proper under Rules lfi 
and 25 of that Court. 

Certainly appellant's record of default and delay in the 
Patent Office, to which we referred above, is not in con¬ 
sonance with his counsel’s assertion (Appellant’s brief, S) 
of absence of “dilatory tactics”. 

Conclusion 


It is submitted that tin- District Court exercised sound 
discretion in refusing a further continuance and did not 
err in dismissing the complaint. This appeal should be 
dismissed. 

Respectfully. 

A. 1\. Siiii'K. 

Attorney for Appellees. 

! )i: L’KV \V. Cooi’Ki:, 

Allan C. Bakkwkll. 

Counsel for Appellee*. 


October 21, 1941. 
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APPENDIX 

Decision filed by Judge Harold P. Burke, 
September 23, 1941. 


Uuitrii States Sistrirt (Eourt 

WESTERN DISTRICT OF NEW YORK 


Lewis \V. (Iilbekt, 


Plaintiff, 


vs. 


Civil =320 


(Ienekal Motors (okpokatiox. 

Defendant. 


Frank Keipeil Rochester, X. Y„ Attorney for Plaintiff 
Wekxek. Hakims and 'Pew, by 11 cjc;it .J. ()*Bkiex, oP 
counsel; .John I). Mkykk, of counsel 

Fkedkimc R. Twki.vktkeks. Buffalo, X. V.. Attorney for 
Defendant; Di.tky W. Cooper, Allan C. Bake- 
well, of counsel 

Pile basis of plainlifl's claim is that lie submitted in 
confidence to the defendant a novel device consisting of an 
automobile starting - switch and that the defendant in abuse 
of the confidence appropriated the underlying idea of his 
device in developing and manufacturinu its own starter 
control which, he claims, i- but a modified equivalent of 
his switch and embodying ils fundamental idea. This 
switch, he claims, has been used on defendant's cars in 
la rue numbers and defendant has made la rue profits there¬ 
from for which it should account. 
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Plaintiff’s switch is a key-start device which uses the 
vacuum of the manifold by means of a cylinder and piston. 
The function of the vacuum is to pull apart the electrical 
contacts. It has a mechanical connection by means of a 
wire from the piston to the accelerator pedal. This con¬ 
nection either pulls the electrical contacts apart or holds 
them apart upon a drop in the manifold vacuum. The 
control switch is normally closed, (’losing the ignition 
switch causes the starting motor to become operative. A 
spring inside the cylinder holds the control switch normally 
closed. The spring is overcome by vacuum to open the 
switch. It is opened by vacuum exerted on the piston and 
is prevented from closing by depressing the accelerator 
pedal. 

Plaintiff relies on three separate submissions of his de¬ 
vice to the defendants. The lirst was on September 10, 
1931. Watkins, who was interested in selling the device 
to the defendant, drove a car equipped with Gilbert’s 
vacuum controlled switch to one of defendant’s subsidi¬ 
aries, Delco Appliance, a manufacturer of household appli¬ 
ances located at Rochester, Xew York. He demonstrated 


the device to 
new devices. 


Findlay, one of the engineers in charge of 
Findlay has since died. Findlay rode in the 


car, operated it and examined the device by looking at it 
but did not take it apart. Apparently Findlay thought he 
was examining a patented device. So did Watkins. He 
asked Watkins for the patent number. Watkins did not 
have the patent number of Gilbert’s earlier patented switch 
which was gravity controlled. He wrote Findlay several 
days later giving him the patent number and a sketch of 
the patented switch. Findlay replied several davs later 
stating that his company was not interested. ! reject the 
testimony of Watkins that Findlay made a sketch of the 


switch on tlu* occasion of the demonstration at 


Rochester. 


Watkins did not see any sketch 
merely as-aimed that he made one. 


made by Findlay, lie 
1 he second submission 


claimed by plaintiff was on the occasion of a visit ot the 
plaintiff accompanied by one Henry to the Chevrolet plant 
at Detroit. There is no documentary proof ol the claimed 
submission there. There is no definite proof of anyone to 
whom the device was submitted. The third submission was 
occasioned by a letter written for plaintiff bv one Frantz 
on December 2(>, 1931 to another of defendant's subsidi¬ 
aries, Deico-Remy ('orporat ion at Anderson, Indiana. The 
letter referred to the issued patent by number and referred 
to a pneumatic automotive starter without description. 
'Pile letter was answered on December l2D, 1981 by the chief 
engineer of Deico-Remy stating that his company would be 
interested in examining the starting motor and the patent. 
On December 31, 1931 Frantz again wrote inclosing a 
photostat of a later application for another patent relating 
to a starting motor and informing Deico-Remy that he 
was sending on one of the starters. It was received at the 
Deico-Remy plant, was examined and tested by its engi¬ 
neers sometime in 1932. 


Previous to plaintiff's first claimed submission the de¬ 
fendant had begun development work on automatic starter 
control. Fdwards, an engineer employed by the defendant, 
was engaged in such development work in 1930 at the 
Deico-Remy plant. In December 1930 he became familiar 
wilh a starting device which had been submitted to the 
defendant by Rlake and Hill. This was a key-start device. 
Fnder his direction a combination vacuum and magnetic 
switch was built in January 1931 and was installed on a 
car and tested. This switch utilized as an auxiliary control 
vacuum pressure derived from the intake manifold by 
means of a diaphragm. Another of the same general type 
was built in April, 1931 and was installed on a car and 
tested. Difficulties developed on these installations which 
resulted in a re-design of the control switch. Edwards was 


relieved of his duties in this experimental work in April 
or May, 1931. He was succeeded by Dyer who continued 
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the development work of Edwards. Dyer made a drawing 
of a starter system not of the key-start type on September 
10, 1931 in which manual operation of the accelerator pedal 
closed the starter circuit. This was the first idea sketched 
bv Dver of starter control through the accelerator. In 

v •» v ■ 

this device when the engine commences to run the starter 
switch is made inoperative by generator voltage. It does 
not utili/.e vacuum control. On September 29, 1931, he 
made a drawing of an accelerator control vacuum switch. 
The accelerator pedal is used to close the starter circuit. 
It lias a vacuum switch operated from a diaphragm which 
disables the switch holding contact lever. Vacuum does not 
open the switch but disables a clutch lever between the 
switch and the diaphragm so that the switch will then snap 
open of its own accord and remain open regardless of 
vacuum pressure. Dyer's next device was built and in¬ 
stalled on a car on November 11, 1931 and on another car 
in January 1932. This was the first rotary type of switch 
operated with a vacuum. In this device also the accelerator 
pedal is used to close the starter circuit. The vacuum prin¬ 
ciple is the same as in the former device. In the latter a 
torque spring is used to open the switch. In the former a 
compression spring performs the same function. The 
switch in coming into contact has a rotary motion and 
slides upon two stationary contacts. 

The commercial Buick starter switch operates in a 
rotary fashion by means of a vacuum in a diaphragm. 
The vacuum diaphragm de-clutches the operating arm and 
allows the torsion spring to rotate the movable contact 
out of engagement with the fixed contacts of the switch. 

Gilbert’s device with the improvements covered by his 
second application was an unpatented article not yet on 
the market. The sole purpose of exhibiting it to the de¬ 
fendant was to sell or lease it for a consideration. Under 
the circumstances there was an implied agreement upon 
the part of the defendant not to use anything of novelty 
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disclosed by the device for its own benefit. (Iloeltke vs. 
Kemp, 80 Fed. (2d), 912, 923, Cert, denied 298 U. S. 673; 
Becher vs. Contoure Laboratories, 279 IT. S. 388, 390). 

There is no evidence that Findlay ever communicated 

the result of his examination of Gilbert’s device or any of 

its details to Dyer or that Dyer ever knew anything at all 

about Gilbert’s device until after he had designed, built, 

and installed starter devices which were not kev-start 

* 

mechanisms but manually operated starter systems with 
vacuum operated disabling mechanism. Nor is there any 
evidence that, as a result of the plaintiff’s claimed second 
submission of his device at the Chevrolet plant in Detroit, 
Dyer obtained any information or knowledge of Gilbert’s 
structure. At the date of plaintiff’s third submission of 
his device to the Delco-Remv division about December 31, 
1931, Dyer had already designed, built and installed the 
manually operated systems with vacuum control above re¬ 
ferred to. 

Plaintiff argues that up to September 29th, 1931, when 
Dyer made his first drawing of an accelerator control 
vacuum switch he had not seen any vacuum switch or the 
design of any vacuum switch which contained a connection 
to the accelerator rod to control the opening and closing 
of the circuit, unless it was Gilbert’s. At that time he had 
seen Blake and Hill’s vacuum device, he had already de¬ 
signed a starter control not of the key-start type in which 
manual operation of the accelerator pedal closes the 
starter circuit. He knew of Collins’ device which was an 
accelerator controlled vacuum switch. To hold that Dver 
knew of Gilbert’s device at that time would be to indulge 
in sheer speculation. To hold that he attempted to copy 
the features of Gilbert’s device would be to completely 
overlook the fact that his design and structure utilized 
vacuum and accelerator control in a substantially different 
manner than Gilbert. There is evidence of orderly and 
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progressive development of the Buick switch whose struc¬ 
ture and operation completely distinguishes it from Gil¬ 
bert’s. 

Collins submitted to defendant in January 1931 an ac¬ 
celerator control vacuum switch of his own invention. A 
license on his invention was entered into with the defend¬ 
ant on December 1, 1931. Collins had used this device on 
his car successfully in June, 1930. Collins, like Gilbert, 
employed a vacuum operated device of the piston type. 
The function however w*as different from Gilbert’s. In 
the Collins device, unlike Gilbert’s, the piston does not 
carry current and performs no service in making or break¬ 
ing an electrical connection. The piston is, therefore, 
loosely fitted, unlike Gilbert’s wliere it is part of an electric 
circuit. Vacuum does not open the Collins switch but dis¬ 
ables the mechanical connection between the switch lever 
and the accelerator. This permits the switch to open by 
spring pressure. The switch is not held in open position 
by vacuum nor by depression of the accelerator. These 
features of Collins’, present in the Buick switch, are not 
embodied in the Gilbert switch. 

The evidence establishes that Kauffman had adopted 
means operated by the accelerator pedal to prevent closing 
of the control switch at low* vacuum, one of the improve¬ 
ments on Gilbert’s device shown in his second application, 
and had successfully used it as early as the summer of 
1928, prior to any date proved by Gilbert for use and 
successful operation of his improved device. Kauffman’s 
device embodying such means w’as submitted to the defend¬ 
ant before any submission by Gilbert of his switch. 

The many important features of construction and opera¬ 
tion of the Buick switch, present in the devices of Collins 
and Kauffman and not found in Gilbert’s, demonstrate 
conclusively that Gilbert’s switch was not copied nor w r ere 
his ideas embodied in the Buick switch. Gilbert’s switch 
is normally closed requiring only the turning of the igni¬ 
tion key to cause the starting motor to become operative. 
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The accelerator pedal has no function in making- the start¬ 
ing motor operative, its function being to pull the electri¬ 
cal contacts apart or to hold them apart upon a fall in 
vacuum. A spring holds the control switch normally 
closed. The spring is overcome by vacuum to open the 
switch. If the engine stalls when the accelerator is in a 
position where it does not hold the control switch open, 
there will be an automatic re-start which will recur on 
each stalling of the engine. The control switch is opened 
by vacuum exerted on a movable contact and held open by 
depressing the accelerator pedal. The Buick switch, like 
Collins’ and Kauffman’s, is normally open and the closing 
of the ignition switch does not cause the starting motor to 
operate. The accelerator must be depressed to close the 
control switch. The accelerator does not hold the switch 
in open position. Xo spring holds the control switch 
closed. It is normally held open by a spring and must be 
closed by depressing the accelerator to overcome the force 
of the spring. If the engine stalls there is no automatic 
re-start and no re-start at all unless the accelerator pedal 
is again depressed. The switch is not opened by vacuum. 
The vacuum disconnects the member which operates the 
movable switch contact. The Buick switch has nothing in 
common with Gilbert’s except the use of vacuum control 
and a mechanical connection to the accelerator pedal. The 
construction and function of each of these in the Buick 
switch is materially different from Gilbert’s. Furthermore 
these features were common in several prior structures. 
Defendant obtained nothing from any of Gilbert’s sub¬ 
missions of his device that aided it or that it used in its 
development of the commercial switch. 

The complaint should be dismissed. Submit findings and 
conclusions on notice. 

Harold P. Burke 
United States District Judge 


Dated: September 23, 1941. 
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UNITED STATES DISTRICT COURT 
Western District of New York 

United States of America 
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I, May C. Sickmon, Clerk of the United States District 
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hereby certify that the annexed is a true and full copy of 
the original 
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now remaining among the records of the said Court in my 
office. 



In Testimony Whereof, I have hereunto sub¬ 
scribed my name and affixed the seal of the 
[Seal] aforesaid Court at Buffalo, N. Y., this 10th 
day of October, A. D. 1941. 

May C. Sickmon 

Clerk. 

Alice J. Riester 

Chief Deputy Clerk. 
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APPELLANT’S REPLY BRIEF. 


Certain statements and arguments contained in appel¬ 
lees’ brief should not be allowed to pass unnoticed. 

I. 

Under “Statement of the Case,” counsel states, not the 
case, but part of their side of it, devoting several pages to 
the monstrous inequity of allowing the plaintiff to succeed. 
These consist mainly of excerpts derived from the defend¬ 
ants’ answer in this case, which answer has not even the 
merit of being verified, as the complaint is. These are sol¬ 
emnly put forward as establishing a defense, impregnable 
beyond peradventure, and it is suggested that they had 
their influence on Judge Luhring; “Judge Luhring 
was fully informed of all the pertinent facts” etc. 
(P. 4). If, by this, it is meant that Judge Luhring was 
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fully informed of this proposed defense, and thought so 
highly of it that he determined that the plaintiff should not 
have a chance to be heard, then counsel are attributing to 
that learned jurist a decision unworthy of Judge Bridle- 
goose. We think more highly of Judge Luhring than that. 

II. 

The postponement of the trial of this case was asked for, 
not because of any unpreparedness of plaintiff’s counsel, 
nor because of absence of witnesses, but for the reason that 
part of the same issues between the same parties had been 
presented to Judge Burke at Rochester, and that not only 
comity, but common sense, required that one Court should 
wait until the other got through, particularly since both 
sides had agreed to it (Appellant’s Appendix, page 65, 
letter of Bakewell). It is true, of course, that this agree¬ 
ment was not binding on the Court. Apparently, being only 
in letter form and not embodied in a stipulation with an 
order entered on it, it was not meant by defendants’ counsel 
to be binding on themselves—at least not so binding, as 
upon an arriere pensee , as to be any obstacle to “'welshing” 
on it, as they did. 

But, to urge ,as their brief indicates, that Judge Luhr¬ 
ing approved of this eating of their own agreement—a 
process usually resulting in indigestion among gentlemen— 
is to attribute to Judge Luhring a love of welshing and 
welshers, a passion so unusual that we refuse to credit him 
with it in the absence of undisputable evidence. 

It is true, as counsel asserts, that they offered to produce 
photographs of the physical exhibits then in Judge Burke’s 
hands for use on the trial of this case. But the photographs 
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could not supply the place of the exhibits themselves. On 
the question of priority, any physical exhibits, or part of 
one, made at the time and properly identified by corroborat¬ 
ing witnesses is of paramount importance; next in im¬ 
portance is the witness’s description of what he saw and 
when he saw it, including any original documentary evi¬ 
dence to fix dates. This is of great importance. When a 
witness is able to describe the early device, and then take 
a replica of it in his hands and show the Court how it 
worked on the car when in operation, he is furnishing the ! 
kind of evidence the Court needs. No photograph can equal 
a physical demonstration. 

Further than this, in the trial before Judge Burke, de¬ 
fendant not only produced the physical exhibits on its ! 
possession (see finding of fact 1 4 13”), but also produced j 
some physical exhibits which it had borrowed from the ! 
Patent Office, and which were returned, with our consent, 
when the trial was over. It would be able to produce these 
in Washington while ours were tied up in Rochester. 

m. 

Since appellant’s brief was prepared, Judge Burke has 
rendered his decision in the “Rochester” case, so called. 
We believe it is of extreme importance that this Court 
should be cognizant of that decision, and we tender our 
acknowledgments to our adversaries for their courtesy in 
printing it as an appendix to appellees’ brief. In fact, we 
think it of so much importance, being res adjudicata as to 
certain points in the present controversy, that we have 
taken the liberty of printing Judge Burke’s findings in full 
as an appendix to this brief, calling it “Appendix C.” 
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Its importance derives from the fact that in the case at 
bar the defendant, General Motors, is the owner of the 
applications filed by Dyer, Lachapelle and Saxe, involved in 
the interference with plaintilf in the patent office (Answer, 
Appellant’s Appendix, p. 14) and is the real property in 
interest here. As between Gilbert, the plaintiff, and this 
defendant, deriving 1 title from all the others, the judgment 
in the Rochester case is res judicata , and conclusive. 

But, conclusive of what? In the Rochester case, the 
plaintiff alleged (Complaint, Appellant’s Appendix, pages 
26, 27, paragraphs “Fifteenth” and “Sixteenth”) that an 
interference was declared in the patent office between cer¬ 
tain parties named in the fifteenth paragraph; to wit, 
McKinney and Eagle, John B. Dyer, and Frederick Lachap¬ 
elle; the count or claim of the interference #68,678, being 
that set forth in paragraph “Ninth” of the same complaint, 
at page 23, and that later, on a redeclaration of the interfer¬ 
ence, Blake, Collins, Saxe and the plaintiff were added. 
To this the defendant answered, admitting the declaration 
of the interference between McKinney and Eagle, Dyer 
and Lachapelle, and that the issue or count was correctly 
set forth in paragraph “Ninth” of the complaint (Appel¬ 
lant’s Appendix, p. 36, paragraph 15). It also admitted 
(ibid p. 37, paragraph “Sixteenth”) that later Blake, Col¬ 
lins, Saxe and the plaintiff were added. It also admitted 
the larger part of the allegations contained in paragraph 
“Eighteenth” of the complaint (Appellant’s Appendix, p. 

, 27, Answer, ibid p. 39, paragraph “Eighteenth”). 

The issue was thus settled by the pleadings that Dyer’s 
device, as well as those of Saxe, Lachapelle and the others, 
were all substantially and essentially alike; alike at least 
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to the extent that they were all covered in description by 
the count of the interference; that Dyer prevailed over 
Gilbert in the patent office, and Lachapelle over both. 

Judge Burke, however, has found exactly contrary to 
these admissions in the pleadings. The Dyer devices de¬ 
scribed in findings numbered 12, 13 and 14 (Appendix C) 
are the same ones he entered in the patent office in his 
claim in interference 68,678, and the “commercial Buick 
device” (Appendix C, finding 18) is essentially the same 
thing. 

The defendant, General Motors, has thus established, at 
its own request, essential dissimilarity between plaintiff’s 
invention, as set up in the count of the interference and 
described in paragraph “Ninth” of the complaint in the 
“Rochester” case, and all the inventions owned by it and 
covered by the applications of Dyer, Saxe and Lachapelle 
(and maybe others). This being so, it has as effectually 
withdrawn these inventions and applications from the 
claim of the interference as it could do by a formal with¬ 
drawal, disclaimer or notice of abandonment under Rule 
107 of the patent office. It not only makes no claim of essen¬ 
tial similarity with Gilbert, it denies and has established 
that no such similarity exists. It had abandoned the in¬ 
vention set up in the count of interference. 

This being so, and it being so solemnly established by 
judgment, the defendants have no further standing in this 
lawsuit. They have read themselves out of Court, for no 
Court will permit the defendant, General Motors Corpora¬ 
tion, to assert essential dissimilarity in one suit and essen¬ 
tial similarity in the other. This defendant has elected to 
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withdraw, and must be held, by the judgment it sought and 
obtained itself, to the effect of such withdrawal. 

Respectfully submitted, 

JAMES M. GRAVES, 
GEORGE H. HARRIS, 
FRANK KEIPER, 

HUGH J. O’BRIEN, 

JOHN D. MEYER, 

Counsel for Appellant. 


Hugh J. O’Bbieh, 
Of Counsel . 
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DISTRICT COURT OF THE UNITED STATES. 
Western District of New York. 


Lewis W. Gilbert, 
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vs. 


General Motors Corporation, 
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No. 320. 
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Findings of Fact and Conclusions of Law. 

FINDINGS OF FACT. 

1. The basis of plaintiff’s claim in this case is that he 
submitted to defendant in confidence a novel device con¬ 
sisting of an automobile starting switch and that defendant 
appropriated the underlying idea of his device in develop¬ 
ing and manufacturing its own starter. 

2. The following principal differences between the de¬ 
vice of plaintiff and that used by defendant on its Buick 
automobiles have been established by the record: 

a) Plaintiff’s switch is a key-start device in which the 
control switch is normally held closed by a spring and the 
closing of the ignition switch causes the starting motor to 
become operative; whereas defendant’s switch is not a key- 
start device and the control switch is normally held open by 
a spring and closing of the ignition switch does not cause 
the starting motor to become operative. 
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b) In plaintiff’s device depression of the accelerator 
pedal either pulls the electrical contacts apart or holds them 
apart upon a fall of vacuum in the manifold by reason of 
the mechanical connection between the accelerator pedal 
and the control switdh; whereat; in defendant’s device de¬ 
pression of the accelerator pedal performs neither of those 
functions. 

c) In plaintiff’s device depression of the accelerator 
pedal will prevent the operation of the starting motor; 
whereas in defendant’s device it is necessary to depress 
the accelerator pedal in e.'der to close the control switch 
and bring about the operation of the starting motor. 

d) In plaintiff’s device vacuum created by operation of 
the engine will pull the electrical contacts of the control 
switch apart; whereas in defendant’s device, vacuum cre¬ 
ated by operation of the engine will not pull the electrical 
contacts apart but merely disconnects, or de-clutches the ac¬ 
celerator pedal and the control switch; allowing the mov¬ 
able electrical contacts of the control switch to rotate or 
turn to open position under the influence of a torsion spring. 

e) In the operation of plaintiff’s device drop in vacuum 
will close the electrical contacts of the control switch un¬ 
less they are held apart by depression of the accelerator 
pedal; whereas drop in vacuum will never close the elec¬ 
trical contacts of the control switch in defendant’s device 
whether or not the accelerator pedal is in depressed posi¬ 
tion. 

f) Plaintiff’s switch uses vacuum of the manifold to 
move a piston fitting closely in a cylinder; whereas defend¬ 
ant’s switch employs vacuum to operate a diaphragm. 
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g) In plaintiff’s device the piston and cylinder are part 
of the electrical circuit of the switch; whereas in defend¬ 
ant’s device the diaphragm is not part of the electrical 
circuit. 

h) In plaintiff’s device the accelerator pedal performs 
no function in making the starting motor operative; where¬ 
as depression of the accelerator pedal is a necessary opera¬ 
tion in defendant’s device in order to close the switch and 
make the starting motor operative. 

i) In the operation of plaintiff’s device if the engine 
stalls when the accelerator pedal is in a position where it 
does not hold the control switch open there will be an auto¬ 
matic restart of the starting motor; whereas in the opera¬ 
tion of defendant’s device, if the engine stalls, there is no 
automatic re-start and no re-start at all unless the accele¬ 
rator pedal is released and again depressed. 

j) Defendant’s device has nothing in common with 
plaintiff’s except the use of vacuum control and a mechan¬ 
ical connection to the accelerator pedal and the construction 
and function of each of these in defendant’s switch is ma¬ 
terially different from plaintiff’s switch. 

3. Plaintiff relies on three claimed submissions of a 
device to defendant. 

4. Plaintiff’s device with the improvements covered by 
his second application, Serial No. 568,572, filed October 
13, 1931, was an unpatented article not yet on the market. 

5. The sole purpose of exhibiting plaintiff’s device to 
the defendant was to sell or lease it for consideration. 
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6. The first claimed submission occurred at the plant 
of Delco Products, a subsidiary of defendant in Rochester, 
N. Y. on September 10, 1931. 

a) Watkins drove a car to Rochester and made a demon¬ 
stration to Findlay, one of defendant’s engineers in charge 
of new devices, of the device described in plaintiff’s applica¬ 
tion, Serial No. 568,572. Neither Findlay nor Delco Prod¬ 
ucts was then making or developing any automobile ap¬ 
pliances, but only appliances for household uses. 

b) Findlay died several years before the complaint in 
this case was filed. 

c) Findlay examined the device, rode in the car and 
drove it, but did not take the device apart. 

d) Findlay did not make a sketch of the device on the 
occasion of the demonstration at Rochester. 

e) The only documentary evidence (PI. Exhibits 8 and 
5) relating to the first submission refers only to the de¬ 
vice of patent No. 1,635,078 and does not refer to an im¬ 
proved device as illustrated in application Serial No. 
568,572. 

f) The sketch on Watkins’ letter of September 12, 1931 
to Findlay (PI. Ex. 8) illustrated the patented switch of 
Gilbert’s patent No. 1,635,078 and not the switch of his 
patent application serial No. 568,572. 

g) Both Findlay and Watkins thought Findlay was 
examining a device already patented. 
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h) There is no evidence that Findlay ever communicated 
the result of his examination of Gilbert’s device or any of 
its details to Dyer or any other of defendant’s employees. 

7. The second claimed submission was on the occasion 
of a visit of the plaintiff, accompanied by one Henry, to de¬ 
fendant’s Chevrolet plant at Detroit. 

a) There is no documentary proof of the claimed sub¬ 
mission at Detroit. 

I 

b) There is no definite proof of anyone to whom the 
device was submitted. 

I 

c) The evidence does not sustain the claim of the second 
submission. 

8. The third claimed submission was occasioned by a 
letter (Ex. 9) written for plaintiff by one Frantz on Decem¬ 
ber 26, 1931 and addressed to Delco-Remy Corporation, 
one of defendant’s subsidiaries at Anderson, Indiana. 

i 

a) Frantz’ letter of December 26, 1931 was answered 
on December 29, 1931 (Ex. 10) by the chief engineer of 
Delco-Remy. 

b) On December 31, 1931, Frantz again wrote to Delco- 
Remy (Ex. 12) enclosing a photostat of application Serial 
No. 568,572 and informing Delco-Remy that he was send¬ 
ing on one of the devices of the application. 

c) The device of application Serial No. 568,572 was re¬ 
ceived by Delco-Remy and was examined and tested some¬ 
time in 1932. 
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9. In 1930, prior to any claimed submission by defendant 
to plaintiff, defendant began development work on an auto¬ 
matic starter control device of the key-start type, having a 
control switch using a diaphragm operated by vacuum de¬ 
rived from the intake manifold, which was submitted to de¬ 
fendant by Blake and Hill. Devices of this type were con¬ 
structed and tested on cars under the supervision of 
Edwards, one of defendant’s engineers in early 1931, imme¬ 
diately after disclosure of the Blake-Hill device to Edwards 
in December 1930. 

10. The devices constructed and tested by Edwards were 
found to have certain defects and Dyer, another of defend¬ 
ant’s engineers who took over the development work of 
Edwards in April or May of 1931, continued experiments on 
the Blake and Hill type of device. 

11. On September 10, 1931, Dyer made a drawing (Ex. 
A-13) of a starter control device which was not a key-start 
device, but one in which the manual operation of the 
accelerator pedal brought about the closing of the starting 
motor circuit and in which the opening of the starter cir¬ 
cuit was brought about by generator voltage when the 
engine began to run, this being the first disclosure by Dyer 
of control of the starter through the accelerator. 

12. On September 29, 1931 (Ex. A-17) Dyer made a 
drawing of a vacuum control switch which is closed by 
operation of the accelerator pedal, but which is not opened 
by vacuum, the vacuum, on the contrary, being effective to 
operate a diaphragm when the engine starts to run, to dis¬ 
able a clutch device between the switch and the diaphragm 
so that the switch will snap open of its own accord by rea¬ 
son of a spring and remain open regardless of vacuum 
pressure. 
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13. A device constructed in accordance with the dis¬ 
closure of Dyer’s sketch of Sept. 29, 1931 (Ex. A-17) 
was constructed (Ex. A-59) prior to Oct. 21, 1931 and on 
that date was installed on an automobile, on which it was 
successfully operated for more than a month, when it was 
removed in order to substitute a later form of switch for 
testing. 

14. Dyer then designed a second form of control switch 
which was of rotary type controlled by the accelerator pedal 
and vacuum. It w T as constructed and placed upon a car for 
testing in Nov. 1931, and upon another car in Jan. 1932, 
on both of which cars the device was successfully operated. 
In this type of control switch the accelerator pedal operated 
a rotary contact to close the switch and a torque spring 
operated to open the switch when the vacuum became effec¬ 
tive, the vacuum acting in the same way as in the switch 
built by Dyer in Oct. 1931 to de-clutch the contact from its 
operating mechanism. 

15. Subsequently Dyer designed and constructed the 
commercial Buick starter switch, which also includes a ro¬ 
tary swutch contact moved to position to close the switch 
by movement of the accelerator pedal, and declutched from 
its operating arm to permit a torsion spring to rotate the 
movable contact out of engagement with the fixed switch 
contacts, by means of a vacuum operated diaphragm. 

16. Collins submitted to defendant in Jan., 1931, a start¬ 
er control device which had been used by him in June, 1930, 
and a license agreement with defendant was entered into 
Dec. 1, 1931. The Collins’ device included a switch con¬ 
trolled by the accelerator and vacuum. 
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17. The Collins" device was like that of Gilbert to the 
extent that it employed a vacuum operated piston, but un¬ 
like the device of Gilbert, the piston is loosely fitted and 
is not a part of the electric circuit; unlike the plaintiff’s 
switch the Collins’ switch is not opened by vacuum, but the 
vacuum only disables the connection between the switch 
lever and the accelerator by means of which the switch is 
closed to permit opening of the switch by spring pressure. 

18. The Collins’ switch is not held in open position by 
spring pressure nor by depression of the accelerator. 

19. The features of Collins’ device referred to in find¬ 
ings 17 and 18 which are present in defendant "s switch are 
not embodied in Gilbert’s switch. 

20. Kauffman submitted to defendant prior to any sub¬ 
mission by Gilbert, a starter control device including a con¬ 
trol switch provided with means operated by the accelerator 
pedal to prevent closing of the switch at low vacuum. 

21. The feature mentioned in finding marked 20 is one 
of the improvements of the Gilbert device shown in his 
patent application and this feature is shown by the evi¬ 
dence to have been successfully used by Kauffman in the 
summer of 1928, prior to any date proved by Gilbert for 
successful operation of his improved device. 

22. Defendant’s switch is like the devices of Kauffman 
and Collins and unlike that of Gilbert in the following par¬ 
ticulars : The Buick switch is normally open and must be 
closed by operation of the accelerator. The accelerator 
does not hold the switch open. Closing of the ignition 
switch does not cause operation of the starting motor. No 
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spring holds the switch closed, but the switch is held open 
by a spring the force of which must be overcome by man¬ 
ual movement of the accelerator to close the switch. The 
switch is not opened by vacuum, but vacuum merely discon¬ 
nects or de-clutches the switch contact from its operating 
mechanism. If the engine stalls there is no automatic re¬ 
start, but the accelerator must be operated (i. e., manually 
depressed) to start the engine again. 

23. The Buick switch has nothing in common with that 
of Gilbert except use of vacuum control and a mechanical 
connection to the accelerator. These features are entirely 
different in construction and function in the Buick device 
and that of Gilbert. These features are both found in the 
prior devices of Kauffman and Collins. 

CONCLUSIONS OF LAW. 

1. Defendant has not used anything of novelty submit¬ 
ted to it by plaintiff and has obtained nothing from any of 
plaintiff’s submissions that aided it or that it has used in 
the development of its commercial switch. 

2. Plaintiff has failed to establish a claim against de¬ 
fendant. 

3. The defendant is entitled to a dismissal of the com¬ 
plaint with costs. 

HAROLD P. BURKE, 

United States District Judge. 

Dated: October 14,1941. 

Approved as to form, 

Hugh J. O’Brien. 




